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INTENTION TO USE 


Editor's Note 


A proposal has been made to modify the trademark laws of 
the United States to provide for the obtaining of rights to a 
mark based upon intention to use as well as actual use. Many 
persons interested in the law of trademarks are in favor of this 
proposal and many others equally interested are opposed. The 
Trademark Reporter is, therefore, proud to present in this issue 
expressions of opinion by Mr. James Van Santen in opposition 
to the proposal (Page 221) and by Mr. Lewis Garner in favor of 
the proposal (Page 230). 

At the present time there is a bill pending in Congress on 
the subject of intention to use a trademark. This bill has been 
identified as the Dirksen Bill S. 1063. For the reader’s informa- 


tion it is printed in full immediately following this note and 
before the ensuing discussion. 


S. 1063 
86TH CONGRESS 


lst SESSION 
IN THE SENATE OF THE UNITED STATES 
FEBRUARY 16, 1959 


Mr. DirKsSEN introduced the following bill; which was read twice and 
referred to the Committee on the Judiciary 


A BILL 


To amend the Act entitled “An Act to provide for the registration and 
protection of trademarks used in commerce, to carry out the provisions 
of international conventions, and for other purposes,” approved July 5, 
1946, with respect to proceedings in the Patent Office. 


Be it enacted by the Senate and House of Representatives of the 
United States of America in Congress assembled, That the first section 
of the Act entitled “An Act to provide for the registration and protection 
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of trademarks used in commerce, to carry out the provisions of inter- 
national conventions, and for other purposes,” approved July 5, 1946 
(60 Stat. 427), is amended by adding at the end thereof the following 
new subsection : 


“(e) (1) Any person may, upon the payment of the prescribed 
fee, file with the Commissioner, in such form as may be prescribed 
by the Commissioner, a declaration (which shall be verified by the 
declarant) expressing his intent to use in commerce a particular mark. 
Such declaration shall contain a drawing of the mark with respect 
to which the declaration is made, and a specification of the goods in 
connection with which it is intended that such mark be used, as 
well as of the mode or manner in which it is intended that such mark 
be used in connection with such goods. Not more than one such 
declaration for the same mark in the same class may be filed by 
any declarant or its related company. Unless there is a registration 
or pending application for registration of the same mark for the 
same goods or services, the Commissioner shall promptly publish in 
the Official Gazette (1) the mark, and if the mark consists of or 
includes a design, a brief description thereof, (2) the goods or services 
specified, and (3) the name and address of the declarant. 


7zuU 


“(2) During the six months period immediately following the 
date the Commissioner has published a mark pursuant to this sub- 
section, no application for the registration of such mark under the 
preceding provisions of this section on the part of any person, other 
than the person as a consequence of whose declaration such mark 
was so published (or the person who is the successor to such person’s 
entire business), shall be acted upon by the Commissioner. In acting 
upon any such application filed within such period by the person as 
a consequence of whose declaration such mark was so published 
(or by the person who is the successor to such person’s entire business), 
any use in commerce of such mark by any other person which com- 
mences during such period shall be disregarded, and if such mark 
is registered by the Commissioner no declaration with respect to the 
same mark which was filed by any other person prior to the time such 
mark is registered shall confer any right under this Act upon the 
person filing any such declaration. 


“(3) More than one person may file a declaration under this 
subsection with respect to a particular mark, and the Commissioner 
shall publish such mark each time a declaration is filed with respect 
to it, if such declaration meets the requirements prescribed in para- 
graph (1), but the second and each succeeding publication of such 
mark shall not take place until six months after the date of the last 
preceding publication of such mark, notwithstanding the fact that 
such second and succeeding publications may have been based upon 
declarations filed prior to the dates such publications take place.” 


Sec. 2. The first sentence of section 31 of such Act is amended 
by striking out “On filing,” and inserting in lieu thereof “On filing 
each declaration under section 1 (e) hereof, $15; on filing.” 
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PROPOSED TRADEMARK LEGISLATION ON A RECORDING 
SYSTEM FOR DECLARATIONS OF INTENT! 


By James Van Santen* 


Legislation is being proposed for the purpose of establishing 
a recording system for declarations of intent to use a trademark. 
Such legislation presents basic problems of policy which appear 
to conflict with fundamental doctrines of constitutional law, trade- 
mark law, and the general principles of property. 


The Proposed Legislation 


Legislation has been drafted by Bar Association committees 
in Chicago and was also embodied in the so-called Dirksen Bill 
of 1958 dealing with “Declarations of Intent” to use a trademark. 
In the hopper of the Eighty-Sixth Congress is 8.1063 introduced 
by Senator Dirksen of Illinois, a duplicate of the Dirksen Bill 
of 1958. Although the various substitutes proposed by Bar Asso- 
ciation committees differ somewhat from 8.1063, all of the pro- 
posed legislation seeks to amend the Trademark Act of 1946 (15 
U.S.C. 1124) by adding to Section 1 thereof provisions which 
would establish a recording system for so-called declarations of 
intent. 

The purport of such legislation is that a person, firm or cor- 
poration could file an application expressing an intent to use a 
particular mark or symbol in commerce, whereupon the Com- 
missioner of Patents would be obligated to publish the mark 
promptly in the Official Gazette. Thereafter, if the mark is sub- 
sequently registered or found registrable except for the question 
of priority, the declarant would be considered the prior user of 
the mark in commerce as against any other person except an 
earlier declarer or a user whose use is earlier than the declaration. 


Power of Congress 
The only justification for Congress exercising its legislative 
authority in the particular area of trademarks, is the commerce 
clause of the Constitution. 
Trademarks are entirely distinguishable from patents and 
copyrights. While trademarks to a degree partake of the nature 





+ 2.1—REGISTRABILITY—IN GENERAL. 
* Partner in the firm of Hill, Sherman, Meroni, Gross & Simpson, Chicago, Illinois; 
member of the Illinois Bar. 
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of both patents and copyrights, and the three have many gov- 
erning legal principles in common, there are wide differences 
separating each from the others. As stated by Mr. Justice Miller 
in the “Trademark Cases,” 100 U.S. 82, 94: 


“The ordinary trademark has no necessary relation to in- 
vention or discovery. The trademark recognized by the com- 
mon law is generally the growth of a considerable period of 
use, rather than a sudden invention. It is often the result 
of accident rather than design, and when under the act of 
Congress it is sought to establish it by registration, neither 
originality, invention, discovery, science or art is in any way 
essential to the right conferred by that act. If we should 
endeavor to classify it under the head of writings of authors, 
the objections are equally strong. In this, as in regard to 
inventions, originality is required. And while the word 
‘writings’ may be liberally construed, as it has been, to include 
original designs for engravings, prints, ete., it is only such 
as are original and are founded in the creative powers of 
the mind.” 


The right to a trademark is a right of property. Property 


in trademarks is recognized at common law and may be and has 
been made the subject of legislation in the states. It does not 
owe its existence as a right to any act of Congress. 


“Legislation, therefore, by Congress, is the mere regulation 
of a preexisting right, and is based upon the interstate char- 
acter of the act.” Dickenson, J. in Lewis Bergdoll Brewing 
Company v. Bergdoll Brewing Company, 218 Fed. 131, 132, 
5 TMR 33, 34. 


The entire Trademark Act of 1946 is predicated upon the 
fact that the Congress legislatively establishes a recording system 
for the owners “of a trademark used in commerce” (Section 1). 
An essential part of every application for registration of a trade- 
mark is a certification of use “specifying . . . the date of appli- 
eant’s first use of the mark in commerce”. 

There can be no rights in or to a trademark apart from its use. 


“The mere sale of a trademark apart from the business in 
which it has been used confers no right of ownership, because 
no one ean claim the right to sell his goods as goods manu- 
factured by another. To permit this to be done would be 
a fraud upon the public.” Witthaus v. Braun, 44 Md. 303, 
22 Am. Rep. 44. 
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It is abundantly manifest that extreme difficulty would be 
experienced in accurately determining when an “intent” became 
sufficiently identified as an act of commerce as to justify Con- 
gressional action or consideration. Accordingly, the entire area 
of “declaration of intent” is suspect. It is extremely doubtful 
whether Congress has the constitutional power to pass valid leg- 
islation with respect to declarations of intent. 

If any of the proposed legislation successfully hurdles both 
houses of the Congress and presidential enactment, Constitutional 
validity will still be in doubt and can only be resolved by full 
judicial determination. 


Trademark Doctrine 


Governmental recognition of trademark rights as now cov- 
ered by the Trademark Act of 1946, in effect, establishes a re- 
cording system only for the benefit of such ‘“‘owners” of trademarks 
which are “used in commerce” and in connection with which reg- 
istration applicants file a verified statement specifying “the date 
of applicant’s first use of the mark in commerce”. Accordingly, 
even if considered a proper subject matter for legislation by 
Congress, it is difficult to understand how the statutory basis 
of the Trademark Act of 1946 could or should possibly be stretched 
by amendment to include prospective owners then possessed only 
of a state of mind evidenced by a declaration of “intent”. 

The statutory shortcomings of the Trademark Act of 1946 
as a basis or a framework upon which to predicate the whole 
“declaration of intent” arrangement are even more pronounced 
when viewed in light of the interpretation accorded the Trade- 
mark Act of 1946 by the authorities and tribunals charged with 
that responsibility. 

Particularly illustrative of the principles involved, is the 
decision of District Judge Jackson in Ercona Corporation et 
al. v. Rogers et al., 120 USPQ 100, 49 TMR 444 (D.C., D.C., 
1958). In that case the trademark zeIss was involved, a trade- 
mark which was first registered in the United States Patent 
Office in 1912 by a German firm. The Alien Property Custodian 
in 1919 purported to seize the mark and the Custodian further 
purported to execute in 1919 an “assignment” under which he pre- 
sumed to sell and assign to the Chemical Foundation, Incorporated, 
a Delaware Corporation, “the whole right, title and interest” 
which he had acquired in the ze1ss trademark and its registration. 
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The Chemical Foundation paid to the Custodian the sum of 
$250,000 for a package of specified patents, copyrights and trade- 
marks including the subject trademark zetss. 

The subject controversy arose when the plaintiff corporation 
entered into negotiations with the German firm for the importa- 
tion of goods marked zrtss in 1949. In 1951 the Attorney General 
caused a copy of the Patent Office Certificate of Registration of 
the zEIss trademark to be filed with the Secretary of the Treasury 
who, with his subordinate officers in the Bureau of Customs 
accepted the Certificate for recordation under Section 42 of the 
Trademark Act of 1946. The plaintiff corporation was thereafter 
barred from importing any goods bearing the ze1ss mark unless 
written consent was first obtained from the Attorney General. 

In an action by the plaintiff corporation against the Attorney 
General, the Secretary of the Treasury and the Commissioner 
of Customs for an injunction, judgment was rendered for the 
plaintiffs and the court specifically held that the Attorney General 
of the United States is not the owner of the trademark zertss, nor 
does he have any rights to the exclusive use of that mark since: 


“Ownership and rights to exclusive use of a trademark derived 
from its adoption and use, not from its registration. .. . 


‘“‘A trademark must be appurtenant to some enterprise which 
is related to the marketing of goods; philosophically and le- 
gally it cannot exist in gross; and it ean be transferred and 
conveyed only in connection with the particular business and 
goodwill in connection with which it has been used. The Trad- 
ing with the Enemy Act, as amended (50 U.S.C. App. 1 Seq.) 
provides no exception to this well established doctrine and 
does not authorize the vesting of trademarks wm gross.” 
(Emphasis added) 


By Judge Jackson’s test, it would be difficult to qualify a 
declaration of intent as determining any substantive trademark 
rights since philosophically and legally, an intent to use a trade- 
mark does not exist in gross any more than a trademark exists 
in gross, and an intent is even less appurtenant to an enterprise 
related to the marketing of goods than is a fully recorded trade- 
mark registration. 

Apparently the Patent Office attitude in this area is the same 
as that of Judge Jackson. The Patent Office Trademark Trial 
and Appeal Board recently had occasion to sustain an opposition 
of Beckman Instruments Inc. v. Bourns Laboratories, Inc., 120 
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USPQ 128, 49 TMR 1004, to register HELITRIM for potentiometers, 
an alleged use since March 4, 1955 being set forth. The opposer 
had a registration on HELIPoT issued December 24, 1946. 

Insofar as the applicant’s use of HELITRIM is concerned, the 
record shows that on separate dates in 1954, 1955 and 1956 the 
applicant had shipped a potentiometer with the mark HELITRIM 
theron. An additional order was received by prearrangement 
and shipped in 1957. Thus, five unsolicited shipments spread over 
a period of time occurred in connection with the use of the mark. 

The Patent Office Trademark Trial and Appeal Board noted 
as follows: 


“The record further shows, and applicant conceded that it has 
never advertised or otherwise publicly offered for sale lead 
screw actuated miniature potentiometers under the mark 
HELITRIM; that it has never been applicant’s intention to use 
HELITRIM as a trademark for potentiometers of this type; 
and that its sole purpose in affixing the mark to five such 
potentiometers, and shipping one each thereof to as many 
different customers, was to establish and maintain use thereof 
in commerce and hence to reserve unto itself the right to use 
the mark at some indefinite time in the future for a new 
and entirely different type of potentiometer which has been 
in process of development by applicant since prior to 1955.” 
Beckman Instruments Inc. v. Bourns Laboratories, Inc., 120 
USPQ at 129, 49 TMR 1004 (1959). 


The Board took the philosophical position that such token 
use was not a bona fide use within the meaning of the Trademark 
Act and in reaching this position used the following language: 


“Tt is fundamental that a right of ownership in a mark can 
only be acquired by the use thereof upon or in connection 
with the actual sale of goods in trade and, conversely, where 
there is no trade in a product under a particular mark, there is 
no trademark for that product. This is particularly true where, 
as here, there is no intent to use the mark on the particular 
product for which registration is sought. It is manifest that 
applicant has never had any trade in potentiometers under 
the mark HELITRIM, as it likewise is that its shipments of 
goods bearing the mark did not involve bona fide business 
transactions such as would create a right of ownership there- 
in.” (Emphasis added) 
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Authoritative writers have also recognized that actual trade- 
mark use in interstate commerce is a prerequisite to registration 
and actual commercial production and sale under the mark through 
the usual trade channels is required before property rights com- 
mence to accrue. For example, see “The Rationale of Registra- 
bility” by the Honorable Daphne Leeds, Assistant Commissioner 
of Patents, 48 TMR 903 at page 905: 


“Use of a trademark may have different meanings to different 
people, but for purposes of an application to register, it has 
a specific technical meaning. First, the mark must be used 
in trade, that is, the product bearing the mark must be one 
which is commercially produced and sold under the mark— 
trafficked in—through the usual trade channels in which the 
same or related products move. Such trade may be purely 
local in character, but if there is no trade to carry the mark, 
there is no trademark. Advertising a mark is not enough. 
Second, before there is jurisdiction to register under the Fed- 
eral law, the product bearing the mark must be sold or trans- 
ported im interstate, international or territorial commerce. 


“It must be borne in mind that property rights commence to 
accrue with the first use in trade, and that the use in inter- 
state, international or territorial commerce is merely a pre- 
requisite to registration.” (Emphasis added.) 


Since it is difficult to perceive how an “intent” may be sold 
or transported in interstate, international or territorial commerce, 
it appears Mrs. Leeds’ test indicates there is clearly a lack of 
jurisdiction to register an intent under the Federal Law by way 
of amendment of the present Trademark Act of 1946, or, for that 
matter, under independent legislation. 

3ut, even more important, is the apparent inability or un- 
desirability of an “intent”, even if recorded, to substantively 
affect property rights. 


Traditional Property Concepts 
The legal attributes of any property right appear to involve: 


(1) the power to enjoy ownership, and 


(2) the unqualified right to enjoy ownership. 


Thus, any “title” to the legal attributes of ownership is or- 
dinarily passed between “owners”, subject to the legal doctrine of 
. i b] fo) 
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“caveat emptor’’—let the buyer beware. In a sense, all re- 
cording systems are, in part, designed to alleviate the harshness 
of the doctrine of caveat emptor in connection with the sale, 
exchange and use of property. 

Federal registration of a trademark affords the owner of a 
trademark the use of a recording system with which to evidence 
the legal attributes of property in that trademark. Inspection 
of all of the records relating to trademarks is facilitated by the 
Federal registration system and investigation of the records 
yields a summary similar to an “abstract” which can be inter- 
preted by an expert and thereby indicate to a trademark owner 
the value of his title to the trademark property. 

Presumably the goal of those urging new legislation adding 
a recording system for declarations of “intent”, to use a trade- 
mark, is to provide a source of public records to enable the 
business community an improved opportunity to discover the 
ownership of trademark rights. 

It is submitted, however, that public records of “intent” are 
not the answer to discovering the ownership of trademark rights 
as long as the recognized interests in a trademark are _ philo- 
sophically and legally based upon actual use by an enterprise 
related to the marketing of goods. 

Thus, a “declaration of intent’, like a “deed” standing alone 
in a conveyance of property, should be insufficient to influence 
substantive rights in trademark ownership. There must be addi- 
tionally a “claim of right”. 

In the law of property, one of the attributes of a claim of 
right is possession. Thus, peaceful possession is the foundation 
of title. The peaceful possessor exercises the rights and attributes 
of good title against the whole world as against the “true owner”, 
whoever that might be. It has long been the policy of the law to 
protect the peaceful possessor against the burden of proving his 
title at the whim of a third party. Thus, the defense of jus tertiu 
(the right of a third party) is not ordinarily available to one 
seeking to displace the peaceful possessor. 

Again, under the common law, the owner of property whose 
land is adversely possessed has lost some privileges of ownership. 
As a matter of fact, if the ‘‘claim of right” exercised by the adverse 
possessor meets certain qualifications, the true owner may lose 
his ownership. The Statute of Limitations protects the true owner 
in such situation. But, the Statute of Limitations affecting land 
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situations is different in basic import from the Statute of Limi- 
tations on contracts, for example, since the land Statute of Limi- 
tations is not to bar stale claims, but is to make title more certain. 

In property cases, the Statute of Limitations protection is 
limited to those who have a certain state of mind evidencing the 
power to enjoy ownership as well as the unqualified right to enjoy 
ownership. Courts determining title questions turning on adverse 
possession and the Statute of Limitations are sometimes faced 
with the burden of investigating the state of mind of the possessor. 


Likewise, in a sense, legislation intended to afford substantive 
rights in a declaration of intent to use a trademark is apparently 
intended to make title more certain by quieting the title to a trade- 
mark, provided the declarant exhibit a certain state of mind. 
However, it appears to be the objective of the more zealous pro- 
ponents of the currently proposed legislation that the declaration 
of intent provisions would operate to bar stale claims, or would 
at least subject a bona fide user to the burden of producing old, 
hard to get evidence should his trademark “title” be questioned 
or placed in jeopardy by a declarant. As a matter of fact, under 
certain circumstances, the earlier declarant could defeat the rights 
of a first user, even though such first user would in contemplation 
of present legal doctrine be a bona fide user. 

In terms of substantive trademark law, the rightful trade- 
mark owner must be a “possessor” in the sense that he is exer- 
cising the power of enjoyment of ownership, namely, “possession” 
of the trademark, a concept which has been so aptly phrased by 
the Honorable Daphne Leeds, for example, in stating that “the 
product bearing the mark must be one which is commercially 
produced and sold under the mark—trafficked in—through the 
usual trade channels in which the same or related products move.” 

Moreover, the rightful owner of a trademark must also have 
an intent to exercise the full unqualified right of enjoyment. He 
must be excluding the adverse possessor, or, in terms more per- 
tinent to trademark terminology, he must be excluding the adverse 
user from the fruits of enjoyment of the trademark. But, the 
peaceful “possessor” of a trademark should be protected against 
the burden of proving his title at the whim of a declarant who 
has no substantive claim of right, but only a formalized state 
of mind indicating an intent. 

In basic principle, therefore, the whole idea of declaration 
of intent legislation appears to be erroneous in at least two aspects. 
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First of all, the legislation apparently seeks to affect sub- 
stantive rights by creating estoppels against bona fide users or 
common law users and thereby endows a formal recording pro- 
ceeding with a paramount interest over a substantive common 
law right. 

Secondly, the proposed legislation seeks to delineate rights 
in terms of priority between competitive declarants who have no 
actual claim of right. 

The creation of formal estoppels is not only dangerous, but 
is inconsistent with the entire legal and philosophical basis of 
substantive trademark law which frees the peaceful bona fide user 
from having to defend his title at the whim of a third party. 

Likewise, the purported creation of relative priority rights 
between competing declarants is inconsistent with the legal and 
philosophical basis of trademark law since the competing decla- 
rants as determined by the proposed statute have neither the 
power to enjoy, nor the unqualified right to enjoy the property 
rights which are at stake. 

The present statutory provisions are more than adequate in 
protecting the status of the rightful trademark owner. The pro- 
visions for interference, the provisions for opposition, and the 
provisions for cancellation, insure against abuse of the existing 
recording system established by federal registration. 

No amount of additional filings of “itent” can possibly re- 
lieve a trademark owner from the burden of collecting and main- 
taining evidence of his possessory interest in a trademark. It 
would be basically fallacious to hold out a false hope to the 
business community that such burden could or should be discharged 
by establishment of an additional recording system. 
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A PRE-USE TRADEMARK APPLICATION LAW! 


By Lewis Garner* 


The present Dirksen Bill, S. 1063 provides for obtaining 
certain rights to a trademark prior to its use. The problem to 
which it seeks to solve involves the situation where two separate 
companies adopt, often unknown to each other and in good faith, 
similar trademarks for similar goods at about the same time. 
Each company invests heavily in the preparation and testing of 
the product and the trademark therefor, for sale to the public. 
It is possible that thereafter one of the companies will have to 
discontinue use of the mark with the consequent loss in invest- 
ment and time. 

In essence it is proposed to avoid the problem by (1) re- 
quiring, prior to actual use, that notice of the intention to use 
a mark be given to potential later users of the mark and to 
potential objectors to the adoption of the mark and (2) affording 
the first claimant to the mark the right to prevent any sub- 
sequent adoption or use after such notice has been given. 

This proposal undoubtedly requires some extension or change 
of the present law and of well-known trademark principles. It 
also makes necessary adequate safeguards against the abuse of 
the privilege. The issue at hand is whether the business need 
for such revision outweighs the normal reluctance to change or 
expand upon old principles. I think that it does. 

The Dirksen Bill, S. 1063 contains many debatable provisions. 
There is presently under consideration another proposed statute 
of the Chicago Patent Law Association who are the initiators 
of the whole proposal and who have given continuing study to it. 
It is this second proposed statute that is discussed in this article 
and a copy thereof is annexed as an appendix. 

The proposed statute logically begins with a provision en- 
abling a person to file a declaration of intent to use a mark 
prior to making actual use. Since Section 1 of the Act of 1946 
deals with the initial steps of registration, it appears that a 
new section, viz., Section 1 (e) could be properly added to achieve 
the results. It is to be noted that only those who have a genuine 
intent to use the mark should be allowed to use this declaration 
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provision. Since such intent is subjective, the requirement that 


the declaration of intention to use be verified appears to be in 
order. 

In earlier versions the “use” involved in the intention to use 
proposed statute was set forth as “use in normal commercial 
operations.” This latter clause has now been deleted. In con- 
nection with the definition of ‘‘use” it may be proper to revise 
the Act of 1946 itself to replace “use in commerce” with the phrase 
‘use in normal commercial operations” or the like. This would 
eodify recent Patent Office decisions. There is in addition, a 
great deal of present sentiment in favor of doing away with 
“token” use. Such use may, under the present law, create rights 
to a mark although because of the lack of notice to others, the 
rights acquired are in reality rights in gross. While proposals 
have been made to re-define the ‘‘use” provisions of the present 
statute, this is a separate, albeit related, question. 

Under the proposed intention to use statute, the declaration 
must specify the marks and goods to be covered. It is essential 
that the mark be published almost immediately after the filing 
of the declaration in order that all potential later users of the 
mark or ‘prospective opposers may have notice thereof as soon 
as possible. It is therefore a requirement of the proposed statute 
that the Patent Office promptly publish the declaration of inten- 
tion to use. 

The material to be published must be simple. All the required 
information can be in words (which presumably are simple to 
set up and print quickly) except designs and words in a particular 
form of display. To publish these will require making a cut of 
some kind which presumably will take additional time. Therefore 
the original version of the statute required only the word mark 
or, if a design, a brief description of the design. This should be 
sufficient for the purpose here. Anyone who must see the exact 
trademark can consult the Index of Pending Applications or a 
or a separate Index of Declarations, which undoubtedly would be 
provided. The Dirksen Bill requires a publication of a “drawing 
of the mark” whereas the proposed statute annexed eliminates 
this requirement and will permit more prompt publication. 

Prompt publication also requires that there can be no search 
for prior marks by the Patent Office. For the purpose at hand 
here, no search should be necessary. The Patent Office at one 
time objected, however, that this would mean that it would have 
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to publish a mark identical or virtually identical to an already 
registered or published mark for the same or similar goods. How- 
ever, this would not be particularly out of order if the general 
purpose of prompt publication, merely for information, is realized. 
The alternatives are worse. If it is provided that a declaration 
will not be accepted where the mark is the same, or confusingly 
similar to a previous mark for the same or similar goods, as was 
provided in the early drafts, an adjudication will become nec- 
essary. This will require time and work, again slowing up pub- 
lication. The Patent Office has objected to having to make a 
decision of this kind without a more definite criterion. But no 
matter what words are used, such as “the same,” “similar,” “‘con- 
fusingly similar” or the like, the search task will remain. It would 
appear better to publish the mark immediately without a search 
or decision with the understanding that this does not mean that 
the Patent Office is giving it any particular sanction. 

It has been decided, upon study, that the new proposed Sec- 
tion 1 (e) above referred to could cover service marks, collective 
marks and certification marks without the necessity of amending 
the other pertinent sections of the Act. 

The Bill requires that the Commissioner shall “promptly” 
publish the mark in the Gazette along with certain necessary 
information, presumably in a separate section. If the procedure 
is simple, publication can take place within a week, and mailing 
time, even to the farthest parts of the United States should take 
no more than a few additional days. Therefore, all persons will, 
within about two weeks, know of the intent to adopt the trade- 
mark. This is particularly important because the priority will 
date back to the day of publication of the mark. Obviously 
priority should not date back to the filing of the declaration for 
there is no notice until there is actual publication. Another alter- 
native might be to create priority from about five days subsequent 
to the date of publication, to allow time for the Official Gazette 
to be delivered. 


99 66 


The procedure could be abused if declarations were filed to 
cover a wide variety of products when there was intent to use 
the mark only on one, or a small range, of specific goods. To 
help avoid this the proposed statute requires that each declara- 
tion be limited to goods and services in one class. More classes 
require more fees. Limitation to one class instead of limitation 
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to specific goods gives the declarant a little breadth, but without 
encouraging abuse. 

Some persons might file declarations for many different trade- 
marks without any real intent to use them, merely to keep them 
unavailable to others for as long a time as possible. To prevent 
this from happening the proposed statute provides that not more 
than one declaration for the same mark in the same class may 
be filed by the same declarant in any five year period. After 
one declaration, the declarant may always make actual use and 
file an application in the usual way. 

The fee of $15.00 was chosen because it is not too high to 
discourage good faith adopters, but probably is high enough to 
pay the costs of the Patent Office, and high enough to discourage 
abuse of the procedure. 

Within nine months from the date of the filing of the dee- 
laration, an application must be filed by the declarant in the 
normal manner, meaning that use must be made by that time. 
Early drafts provided a six month period, but it was realized 
that in many industries more time is necessary. Some industries, 
such as the pharmaceutical industry, probably require one or two 
years for testing and experiment. The nine month period was 
chosen as a compromise between these desires, and the feeling 
of many that these rights “in gross” should be kept as brief as 
possible, on principle and also to avoid abuse of the procedure. 
Personally, it is felt that one year is a better duration period. 

The application for registration that follows the declaration 
must be filed by the same declarant, so the declaration is non- 
assignable. However, as people do die and companies do change, 
assignability would be a good thing. But how can we prevent 
persons who have no real intent to use, from filing declarations 
for the sole purpose of selling and assigning them? Early drafts 
of the Bill provided that the application could be filed by the 
declarant or his heirs or successors to his whole business (or 
words to that effect). It was decided that this provision was 
awkward and of dubious value, but there is much to be said for 
it. The provision would have to include successors “to the whole 
business” or to the “regular and established business.” It would 
not be wise to permit assignment merely of the total business 
under the mark, because there would not, at the time be much 
business under the mark, and the abuse described above might 
follow. As it is, paragraph 3 of the present proposed statute, 
which is self-explanatory, precludes any assignment at all. 
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Under the proposed statute, declarant must make some use 
of the marks within the nine month period and file the usual 
application under the usual requirements. Only then does the 
Patent Office do the work of processing the application. When a 
registration issues the certificate presumably would, and should, 
show the dates of the filing and publication of the declaration 
of intention to use. 


The important provision follows. The declarant/registrant 
is “for the purposes of this Act ... accorded priority as against 
any other person” except (1) a prior user, (2) a prior declarant 
or (3) one with a prior right under Section 44(d) (based on a 
foreign application). Priority to what? For what purpose? How 
does priority actually affect others? 

The priority mentioned is of the same kind that would be 
involved if there were a real use of the mark at the earlier date. 
The proposed statute does not specify any “constructive” or 
“assumed” use, but the effect is the same as though such assump- 
tion was made. 


The declarant/registrant then has, by means of the regis- 
tration, a statutory prima facie exclusive right to use the trade- 
mark. If the declarant/registrant tries to prevent any third party 
who has used a trademark in interstate commerce or in commerce 
affecting interstate commerce, after the publication of the decla- 
ration but prior to the declarant’s actual use of the mark, the 
third party, using Section 32, presumably could use the “legal 
or equitable defense,” (Section 33[a]) namely, lack of the dec- 
larant’s priority in actual use. However, the declarant could then 
rely on the provision of the proposed statute according him 
“priority ... as against any other person,” and the defense would 
then fail. The declarant would have the exclusive right to use 
the trademark. It is curious, by the way, that under the Act of 
1946 there is no requirement in Section 32(1) that the person 
liable has made a later use of the mark than the registrant. Pri- 
ority of use by the registrant is not specifically required. The ques- 
tion of priority apparently is only brought in under the general 
defenses of Section 33(a). 

The declarant/registrant’s registration may become incon- 
testable in the normal way. It does not, however, under the pro- 
posed statute any more than under the present Act, become in- 
contestable as against anyone who used his trademark or trade 
name prior to the publication of the registrant’s trademark. Thus 
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if the defendant used his trademark before the registrant’s regular 
publication of his trademark, then even though the defendant 
used it subsequent to the publication of the registrant’s original 
declaration, the registrant/declarant’s registration would not be 
incontestable as to such a defendant. 

It might be argued that the “priority . . . for the purposes 
of this Act” which the proposed statute affords, would be enough 
to overcome this restriction to incontestability in Section 15. But 
Section 15 is specific and should prevail, although the contrary 
can be argued. The proposed statute might add a change to Sec- 
tion 15 on incontestability to move the benefits of the declaration 
back from the date of regular publication to the date of pub- 
lication of the declaration. Then incontestability also will date 
back to the earlier date of the publication of the declaration. 
This could be done simply by adding after “publication,” the words 
“or the publication of a declaration of intent to use.”” This appears 
to be a good idea consistent with the aims of the new proposed 
statute and with the incontestability provision. 

It is interesting to note here that incontestability already 
gives a registrant a right to stop anyone who has used a mark, 
even prior to the registrant, in some particular area, if the de- 
fendant’s use was not also prior to publication of the registrant’s 
mark. This is clearly contrary to the common law. Here is 
another example of intentional rights in gross in the Act of 1946, 
based only on notice by publication. 

The effect of incontestability once attained, (Sec. 33) is no 
different from the requirements for incontestability, (See. 15). 
The only applicable exceptions here are in Sections 33(b), (5) 
and (6), which, in effect, are merely repetitions of Section 15, 
already discussed above, and should be treated in the same manner. 

The declaration of use therefore provides for priority of the 
same kind that would exist if there were actual use. The pro- 
posed statute once included the words “priority of wse,” but the 
words “of use” were removed because some feared that this would 
emphasize the artificiality of the provision. What we propose 
here is in fact a right in gross and there is no use trying to deny 
it or evade it with euphemisms. Either we must state that use 
will be conclusively presumed, although there really is no actual 
use, which stretches the facts, or we must grant the same rights 
as though there really were actual use, which stretches the law. 
The latter course seems a little more realistic, but neither form 
will satisfy anyone who objects to the principle as a whole. 
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This limited right in gross is essential; without it any bill 
on the subject will be a waste of time. Other language covering 
the priority point has been proposed, and to note a few versions 
will be enlightening. Some earlier versions are: 


“Priority of date of use ... shall date back to...” 
“The mark shall . . . be deemed to have been used from the 
date of ...” 


“The declarant shall be the owner of the mark as against 
any other person except .. .” 
“.. the registration will have the same effect as though there 
were use dating back to.. .” 


Each version has its merits and defects. The form in the 
present proposed statute seems as likely to be satisfactory as 
any other, or even more so. 

The Bill includes three obvious limits or exceptions to the 
declaration priority. The proposed statute provides for priority 
except as to a person who “(a) prior to the publication of said 
declaration, has commenced use of the mark...” To be prior, 
the other party must not only make actual use prior to the dec- 
larant’s actual use, but prior to the publication of the declaration 
itself. This, of course, is the essence of the proposed statute. If 
the other party makes actual use prior to the publication of the 
declaration, the declarant/registrant’s special priority does not 
apply. The registrant then has, as against the actual user, only 
the rights accruing from the usual registration. 

Probably the proposed statute should be changed from “prior 
to the publication” to “prior to a date five days following the 
publication date,” to allow for the mailing and delivery of the 
Official Gazette. Perhaps, even more time should be allowed. 

The critical date should be the publication date which is the 
date of notice—not the filing date, since the principle involved 
is that all should have notice before any rights are lost. 

The second limitation (Sec. 2[b] of the proposed statute) is 
that the special priority does not, obviously, apply against one 
who has already filed (not published) a declaration for “such a 
mark,” that is, for a confusingly similar mark. Here it was felt 
that the filing date, not the publication date, should control, al- 
though either date would be satisfactory. The first-filed declara- 
tion does not take precedence, however, unless it is duly followed 
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up by a normal application. Hence the last clause of Section 3(b) 
of the Bill. 

The third limitation to the special priority is that it does 
not apply as against “a right of priority pursuant to Sec. 44(d) 
based on a foreign application filed prior to the filing of the 
said declaration.” Section 44(d) provides in substance that a 
United States application based on a foreign application takes 
a United States filing date (and thus priority date—still another 
long-established example of the “right in gross”) as of the foreign 
filing date, if filed within six months. If the foreign application 
is filed prior to the time a United States declaration is filed under 
the new Bill, there is no problem. But there is a change if the 
foreign application is filed after the filing by another of a dec- 
laration of intention to use in the United States but before the 
filing of a United States application for registration. Under the 
present law, the foreign-based United States application could 
have a filing date up to six months earlier than the actual filing 
date and if another party’s United States application were filed 
within that time, the foreign-based application would have priority. 
Under the proposed statute, under the same facts there might also 
be a United States declaration of intention to use preceding the 
filing of the foreign application, with the normal United States 
application being filed after the filing of the declaration. In this 
situation the foreign applicant does not have “a foreign appli- 
cation filed prior to the filing of said declaration,” as the new 
proposed statute requires. Therefore, the United States applicant, 
by means of his declaration of intention to use would get priority 
over the foreigner. The foreigner’s application is only, under 
Section 44(d) “‘acecorded the same force and effect as would be 
accorded to the same application if filed in the United States on 
the same date on which the application was first filed in such 
foreign country.” Being later than the filing of the United States 
declaration, no rights could be obtained. Therefore, the United 
States application, obtaining priority, “as against any other per- 
son,” would have it as against the foreigner. 

Our foreign trademark treaties have always been subject to 
the United States trademark statutes (Sec. 44(b)) and the pro- 
posed statute is not contrary to any treaties. Those treaties have 
always given foreign applicants a six month right in gross. 

Most of the opposition to this proposed new statute appears 
to be based upon a reluctance to change common law principles. 
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Some who take this position seem to prefer the Canadian approach, 
which is inconsistent because the Canadian provisions do sub- 
stantially greater violence to the principle of rights being based 
upon use than does the present proposed statute. 

The first question, of course, is the constitutionality. As to 
the power to regulate commerce, the proposed statute adds 
only slightly to the Act of 1946 as far as actual scope and power 
is concerned. The “artificial” priority date extends no further 
than the Act of 1946, because of the proposed statute’s limitation 
to “for the purposes of this Act.” As far as affecting local intra- 
state use is concerned, or a right within a state accruing under 
it, the provision would apply, just as the Act of 1946 applies, 
only to acts in interstate commerce or those affecting interstate 
commerce. Any extension which the Act makes to the present 
common law is not the type that would make any difference as 
far as the commerce power is concerned. 

The only other basis for objection seems to be that the prin- 
ciple violates the due process clause of the Constitution. It must 
be kept in mind that what we have here is proposed new legis- 
lation, not a court decree, so that, on the constitutionality question, 
whether the proposal is contrary to older principles of law or even 
whether it is foolish or unjust is wholly irrelevant, as long as the 
legislation is constitutional. This proposed statute is not retro- 
active in any sense. It thus seems simply incredible under the 
eases that the proposal could possibly constitute any kind of 
deprivation of property without due process of law. 

All trademark rights are based on use, but this principle is 
not to be taken strictly or literally, or, if it is, the principle has 
never in history been strictly followed. Token use in itself and 
by definition, is not real use. It provides a basis for rights only 
to the extent that it implies that some real use will be made a 
little later on. So token use is a right in gross. 

It is often said that there is no loss of trademark rights if 
there is no abandonment, and that there is no abandonment 
without intent to abandon. This means, literally, that trademark 
rights can continue after all use has ceased—a right in gross, if 
you will. 

Under the common law, use at any point in a state generally 
creates rights throughout the state. Under the present federal 
statute a right of registration based upon slight use across a state 
line at one small point provides rights as to the whole country. 
This, then, is a right in gross. 
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The provisions of Section 44 of the Act of 1946 according 
a foreign application a six month priority of use over an actual 
user in this country even though the foreign user may never 
have used the mark at all, anywhere, is certainly a right in gross. 

A trademark assignment through a non-using intermediary— 
a “conduit”—is a right in gross. 

The list could be extended almost indefinitely. Trademark 
rights are indeed based upon use, but this has only required, as a 
minimum, some slight use, at some small place, and for a time often 
shorter than the rights listed. Trademark rights seldom are wholly 
co-terminous with actual use. 

Substantial, if not complete trademark rights have always 
been obtained for quite a time in all the countries of the world, 
except the United States, the Philippines and perhaps one or two 
others, with no actual use whatever, but only based on intent to 
use. This has always been the law. Perhaps this is not the best 
principle, but in practice it has hardly proved disastrous in the 
rest of the world, and, in fact, American companies would prob- 
ably hesitate for a long time before agreeing to abandon this 
rule in foreign countries. 

The approach of the Canadian law, which provides for an 
application before use, was rejected by the drafters of the pro- 
posed statute principally because the Canadian procedure requires 
full consideration of the merits of the application by the Patent 
Office, and the completion of opposition and interference proceed- 
ings, prior to the requirement that the mark actually be used. 
In the United States, at least, where companies often consider 
and test several trademarks before actually using one, there would 
probably be much wasted effort by the Patent Office and others, 
since many of the applications would be abandoned by the time 
actual use was necessary. In case of lengthy prosecution, the 
“in gross” rights of the applicant might extend for years, keeping 
unused trademarks unavailable all of that time. Also, and very 
important, the Canadian law does not provide for any notice to 
prospective users or prospective objectors. Prospective users 
probably will make a search of a declaration index at the Patent 
Office. Prospective objectors, however, can only be advised by 
being able to see that which is being adopted, and this is best 
accomplished by weekly publication in the Official Gazette. 

The best reasons for making this change in the law are that 
(1) the change really is not great, (2) the change is extremely 
necessary to a large and important segment of the economy, and 
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(3) there seems to be no countervailing danger to the rights of 
any other part of our society. The law is the servant of society, 
never its master, because society is the doer—the prime mover— 
and law is only the arbitrator and recorder. It is unnecessary 
to discuss and belabor the well recognized and pressing need for 
legislation of this kind. If some real danger appeared to some 
segment of society or life, present or future, it would be different. 
Otherwise, the law should be hesitant indeed to sacrifice an obvious 
social benefit to a past philosophy, especially one that has been 
honored more in the breach than in the observance. 
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APPENDIX 


Proposed Statute 
A BILL 


To amend the Act entitled “An Act to provide for the registration and 
protection of trademarks used in commerce, to carry out the provisions 
of international conventions, and for other purposes,” approved July 5, 
1946, with respect to proceedings in the Patent Office. 


Be it enacted by the Senate and House of Representatives of the 
United States of America in Congress assembled, that the first section of 
the Act entitled “An Act to provide for the registration and protection 
of trademarks used in commerce, to carry out the provisions of inter- 
national conventions, and for other purposes,” approved July 5, 1946 
(60 Stat. 427), is amended by adding at the end thereof the following 
new subsection : 


“(e) 1. Any person may, upon the payment of the prescribed 
fee, file with the Commissioner, in such form as may be prescribed 
by the Commissioner, a declaration (which shall be verified by the 
declarant or by a member of the firm or an officer of the corporation 
or association declaring) expressing his intent to use a particular 
mark in commerce. Such declaration shall contain a specification of 
the goods or services in connection with which it is intended that 
such mark be used and shall be accompanied by a drawing of the mark. 
Each declaration shall be limited to goods or services in one class 
and not more than one such declaration for the same mark in the 
same class may be filed by any declarant or its related company in 
any five-year period. The Commissioner shall promptly publish in 
the Official Gazette (1) the mark, (2) the goods or services specified, 
(3) the name and address of the declarant, and (4) the date of filing 
the declaration. 


“2. If, (1) within nine months from the date of filing the said 
declaration, an application for registration of the mark is filed by 
declarant as required by Section 1(a) through (d) thereof, and 
if (2) pursuant to said application, the mark is subsequently regis- 
tered, or is found registrable except for the question of priority, 
then for the purposes of this Act, the registrant or applicant filing 
said application shall be accorded priority as against any other person 
except a person who either (a) prior to the publication of said decla- 
ration, has commenced use of the mark or other mark which is so 
similar to the mark of said registrant or applicant as to be likely 
to cause confusion, mistake, or deception of purchasers, or (b) prior 
to the filing of said declaration has filed a declaration of intent to use 
such a mark, provided that the first filed declaration is followed by 
an application for registration pursuant to clause (1) of this sub- 
paragraph 2 or (c) has acquired a right of priority pursuant to 
Section 44(d) based on a foreign application filed prior to the filing 
of said declaration. 


“3. No rights in or to a declaration under this paragraph (e) 
are assignable prior to the filing of an application pursuant to the 
provisions of subparagraph 2 of this paragraph (e), but thereafter 
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said declarant’s rights in and to said declaration and all rights there- 
under inure to the benefit of the assignee of any such application 
or any registration granted thereon.” 


Sec. 2. The first sentence of Section 31 of such Act is amended 
by striking out “On filing,” and inserting in lieu thereof “On filing each 
declaration under Section 1(e) hereof, $15; on filing.” 
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NOTES FROM THE PATENT OFFICE 


By Milton E. Abramson* 


Patent Office Interpretation of Geographical Markst 

A recent item in The United States Trademark Association 
Bulletin’ makes it desirable to explain the manner in which the 
Patent Office interprets the provisions in the Lanham Act con- 
cerning the registration of geographical marks. 

The Trademark Act of February 20, 1905* provided “That no 
mark which consists ... merely (of) a geographical name or term, 
shall be registered under the terms of this act: ...”* Under this 
provision the Patent Office refused to register a mark which was 
also the name of an obscure river in Siberia totally unrelated to 
the product in connection with which the mark was used. While 
this type of refusal undoubtedly caused hardship it was not pos- 
sible for the Patent Office to otherwise interpret the mandate of 
the statute. 

The hardship caused by the provision in the 1905 Act barring 
the registration of geographic marks was noted by the proponents 
and draftsmen of the Lanham Trademark Act of 1946.4 To pre- 
vent arbitrary refusal to register a mark merely because it was 
also the name of some obscure geographical area the Lanham 
Act provides that an application for registration of geographic 
marks can be refused only if the name or term is “primarily 
geographically descriptive or deceptively misdescriptive” of the 
goods.° This provision materially assisted the removal of the 
inequities resulting from the provision regarding geographic 
marks in the Act of 1905. 


The Problem 


It can be stated generally that at common law a word which 
describes the place where an article is manufactured is incapable 
of exclusive appropriation as a technical trademark.’ However 
there are many exceptions. 








* Examiner, Trademark Operation, U.S. Patent Office. Member, District of 
Columbia Bar. 
t 2.15—REGISTRABILITY—GEOGRAPHIC TERMS. 

Vol. 14, No. 47, Dec. 15, 1959. 

15 U.S.C. § 81, et seq. 

Sec. 5, Act of February 20, 1905, 15 U.S.C. § 85. 

60 Stat. 427 (1946), 15 U.S.C. 1051. 

Sec. 2(e) 2, Act of 1946. 

Elgin National Watch Company v. Illinois Watch Case Company, 179 U.S. 665, 
t. 270. 
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The basic problem involved in the use of geographic terms 
as trademarks was clearly set forth by Justice Holmes in the 
Waltham case’ decided in 1899. In that case the plaintiff, a manu- 
facturer of watches at Waltham, Mass., sought to enjoin the 
defendant’s use of the term WALTHAM Or WALTHAM, Mass. on the 
plates of its watches. The defendant conceded that the plaintiff 
used the word waLtTHam as a trademark on watches but contended 
that it (the defendant) had the right to put its address on its 
watches without any accompanying statement distinguishing these 
watches from those of the plaintiff. 

The problem was succinctly stated by Justice Holmes: 


“In cases of this sort, as in so many others, what ulti- 
mately is to be worked out is a point or line between con- 
flicting claims, each of which has meritorious grounds, and 
would be extended further were it not for the other. * * * It 
is desirable that the plaintiff should not lose custom by reason 
of the public mistaking another manufacturer for it. It is 
desirable that the defendant should be free to manufacture 
watches at Waltham, and to tell the world that it does so. 
The two desiderata cannot both be had to their full extent, 
and we have to fix the boundaries as best we can. * * *” 


The boundaries which Justice Holmes mentioned are diffi- 
cult enough to define when a given set of facts are laid before 
a court. It is impossible to set forth precise rules in advance 
which define the boundaries of all situations involving geographic 
words used as marks. 


Patent Office Interpretations 


A review of Patent Office decisions, court decisions and of 
the practice of the Patent Office indicates the action which is 
likely to be taken in many situations. However, prior findings 
by the Office and courts must be regarded only as guides since 
even slight changes in a given situation may produce a different 
result. 

There is need for flexibility of the rules. Generally, the name 
of the town in which or near which a coal mine is located was held 
to be geographically descriptive of the coal from that mine. A 


7. American Waltham Watch Company v. United States Watch Company, 173 Mass. 
85, 53 N.E. 141, 43 L.R.A. 826 (Sup. Jud. Ct. of Mass., 1899). 

8. Where use of the word MONTEVALLO by applicant directed the mind of the public 
to regional source of the coal and not to the producer or owner there was no trademark 
use. Little Gem Coal Company v. Montevallo Coal Mining Company, 2 USPQ 263, 19 
TMR 434. 
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buyer of coal, by referring to a coal buyers’ catalog or guide, 
can often find a description of the coal mined in that area in 
terms of moisture content, volatile matter, fixed carbon, ash, 
sulphur, B.t.u., average fusion point of ash, and so on. There- 
fore merely stating the name of the place of origin, whether it 
is the name of a town or seam, is often sufficient to describe the 
eoal in great detail. 

In the event a coal mine owner who also owns an unregistered 
trademark is the founder of a town near a working mine and 
names the town after the trademark, it is likely that the Patent 
Office would register the trademark despite its having become 
the name of the town.’ The situation presented is somewhat un- 
usual but it does illustrate the need for flexibility in the treatment 
of geographic marks. While restricted rules would be convenient 
they do not serve the best interests of trademark owners. 


Precedent Guides 


An attempt to categorize geographic marks will reveal the 
futility of making hard and fast rules. However, classification 
of such marks may indicate the reception likely to be accorded a 


geographic mark in the Patent Office and perhaps in the courts. 
The classification below is the author’s; there is no rule to de- 
termine geographic descriptiveness based on classification in the 
Patent Office. 


Regions known as centers for certain goods. Examples: 
HOLLAND for bulbs; paris for perfumes; swiss for watch move- 
ments; AHO for potatoes. It is unlikely that these words can 
ever be exclusively appropriated as trademarks for the goods 
stated. This type of mark not only informs prospective pur- 
chasers of the location of the place of origin of the goods but 
also presents a quality implication. A purchaser would be likely 
to regard such words as an attempt to impress him with the 
regional origin of the product and not with the commercial source 
of origin. Obviously, this rule does not necessarily apply to col- 
lective marks used to indicate the geographic origin of goods or 
services. 


Large regional areas. Examples: paciric coast (but not 
paciric) for aggregate and/or certain alleged services in connec- 








9. Registration No. 508,976 owned by Elk River Coal and Lumber Company for 
the mark DUNDON used on coal was later applied as the name of a town on the com- 
pany’s property. 
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tion with the goods ;'° west coast for lumber; mip-west for coated 
abrasive paper.’* These illustrations indicate that a mark will be 
registered unless the geographic area is reasonably capable of 
definition and bears some relation to the product. 

Specific political areas. (1) States: minnesora for linseed oil 
and paints was held not geographically descriptive’ but TENNESSEE 
for whiskey was held to be geographically descriptive and regis- 
tration was refused despite the claim of the benefit of Section 2 
(f) of the 1946 Act.** (2) Areas smaller than States: NEw YORKER 
for hotel services was held to be geographically descriptive” but 
HYDE PARK for men’s suits was held to be not geographically de- 
scriptive.* Here it is suggested that the name of a state is 
geographically descriptive if the industry involved has attained 
a degree of economic importance in the state or if the state itself 
has attained some notoriety in connection with the product in- 
volved in the application. The cases cited here and others suggest 
that a city or town is geographically descriptive if it is the place 
of manufacture or sale of an article or the place from which 
goods or services emanate. (3) Foreign countries: It can be stated 
generally that the name of a foreign country in which a product 
is made or from which it comes will be held geographically de- 
seriptive. Regions of foreign countries, likewise, are generally 
held geographically descriptive if, as in the United States, the 
industry involved has attained a degree of economic importance 
in the region or if the region has attained some notoriety in con- 
nection with the product. Foreign cities and towns are treated in 
the same manner as our United States cities and towns. 


Some Other Guides 


Unusual situations constantly arise but because they are not 
repeated with sufficient frequency they offer little, if any, prece- 
dent. However, setting forth certain examples may be of some 
help. They are as follows: 


10. Ez parte Pacific Coast Aggregates, Inc., 91 USPQ 210, 41 TMR 1132. 

11. West Coast Lumbermen’s Association vy. Lion Lumber Corporation et al., 83 
USPQ 383, 39 TMR 998 (D.C.D.N.J.). 

12. In re Mid-West Abrasive Company, 146 F.2d 1011, 64 USPQ 400, 35 TMR 42 
(CCPA, 1945). 

13. Minnesota Mining §& Manufacturing Company v. Minnesota Linseed Oil Paint 
Company, 98 USPQ 72, 43 TMR 1199 (Com’r, 1953). 

14. Ez parte Jack Daniel Distillery, Lem Motlow, Prop. Inc., 92 USPQ 364, 42 
TMR 460 (Com’r, 1952). 

15. The New Yorker Hotel Corporation v. Pusateri et al., 83 USPQ 423, 39 TMR 
1004. 

16. Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 93 USPQ 250, 42 TMR 
650 (D.C., S.D.N.Y., 1952). 
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Nicknames of geographie areas have been held to be geo- 
graphically descriptive.’ However, nicknames of cities** and 
states’® have been registered. 

Unitary expressions formed by combining appellations such 
as MR., MRS. and LorD with geographic words will not generally 
be considered geographically descriptive.” 

Combining forms which include geographic words must be 
considered individually to determine the effect of the geographic 
words themselves. Thus HAwatr and HAWAII’s BEST used in con- 
nection with the sale of pineapple products would be held geo- 
graphically descriptive while HAWAlIAN QUEEN would not. Gen- 
erally, combining a geographie word with another unregistered 
word will not permit registration.** Parts of geographic words 
combined with other words or syllables would be likely to be held 
not geographically descriptive.” 

Maps of geographic areas are generally considered in the 
same fashion as the name of an area as discussed above. 

Trade names containing geographic words which form a part 
of a trademark must be considered individually to determine the 
effect of the geographic portions. A mark in which the geographic 
word is either a prominent part or the dominant part would 
generally be held geographically descriptive even though the geo- 
graphic word is also part of a trade name. In the event the trade 
name containing a geographic word is sufficiently subordinated 
to other identifying features in the mark it is likely that regis- 
tration of the mark will be allowed. 





17. BAMA, nickname of Alabama, was held to be geographically descriptive for 
blackberry jams and jellies, Chappell et al., dba The Bama Company vy. Goltsman et al., 
91 USPQ 30, 41 TMR 129 and 94 USPQ 40. DIXIE was held to be used generally to 
indicate the southern part of the United States and as such in the public domain. 
Hart Schaffner § Marz v. Empire Manufacturing Company, 94 USPQ 171, 42 TMR 755. 

18. Registrations 443,377, winpy ciTy (Chicago) for outer clothing; 532,636, 
QUEEN cITY (Cincinnati) for lawn seed; 576,238, GoTHAM (New York) for ladies’ 
underwear and fabric gloves. However, there are several similar marks registered on 
the Supplemental Register. 

19. (New Jersey) for canned and frozen 
berries; 525,251, EMPIRE STATE (New York) for cigars. However, there are several 
similar marks registered on the Supplemental Register. 

20. Registrations 565,673, MR. AMERICA for knitted wear for men; 655,055, Mr. 
HOLLYWoop for men’s clothing; 542,653, MRS. AMERICA for watches; 644,514, MISS 
DIXIE and design for cheese, butter, eggs and milk. MISS AMERICA is registered for many 
goods and services; 602,236, LORD BALTIMORE for automobile service stations; 538,862, 
LADY ERIN for handkerchiefs made from Irish linen. There are several similar marks 
registered on the Supplemental Register, however. 

21. Kimberly-Clark Corporation vy. Marzall, Commissioner of Patents, 93 USPQ 
191, 42 TMR 554 (C.A.D.C., 1952). 

22. Cohn-Hall-Marz Company v. American Silk Mills, Inc., 89 USPQ 215, 41 TMR 
616 (Com’r, 1951). 
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Secondary Meaning Marks 


The decisions indicate that most geographically descriptive 
marks can, in time, acquire distinctiveness. Distinctiveness or 
secondary meaning is acquired when a geographic word used in 
connection with a product or service indicates the commercial 
source of origin of the product rather than geographic origin. 
Some marks, such as nicknames of cities, probably become dis- 
tinctive sooner than others such as regions which are known as 
the origin of certain goods.** When a mark is held geographically 
descriptive it is the applicant’s burden to set forth sufficient 
facts and circumstances to show that the mark has acquired a 
secondary significance in connection with the goods on which it 
is used. 


Conclusion 


A review of the cases before the State and Federal courts 
involving geographic marks will disclose inconsistencies. It is 
difficult to draw straight forward conclusions therefrom. Slight 
differences in the factual circumstances surrounding the use of 
a geographic mark results in different conclusions. Of course, 
whether a mark is geographically descriptive is oftentimes a 


subjective consideration. 





23. Long continued use of BAVARIAN for beer has caused it to cease to be geo- 
graphically descriptive and it has acquired secondary significance. Bavarian Brewing 
Company, Inc. v. Anheuser-Busch, Inc., 113 USPQ 196, 47 TMR 744 (D.C., S.D. Ohio, 
1957). 
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Trademark Statistics 


Applications filed 


Registrations issued 
Principal Register 


Supplemental Register 


Renewals 

Sec. 12 (c), publications 
See. 8, affidavits filed 
Sec. 8, cancellations 


Cancellations, other 


Cumulative 
January—February 


1960 


3,049 


2,829 
107 
2,936 
496 
106 
1,978 
658 


1959 


3,429 


2,645 
130 
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NOTES FROM OTHER NATIONS' 
Edited by L. L. Gleason 


Austria 
Unfair Competition 


An Austrian company was the registered proprietor in Austria 
of the word mark acre for compressors and like goods, and a 
distributor sold these goods in all parts of Austria except Vienna 
until the end of 1956. Afterwards the former distributor started 
his own business in the same goods and in the building where a 
branch of the other party was located, using the principal trade- 
mark awe, and also the trademark aw on some special types of 
the goods. 


The owner of the trademark acre sued the newcomer in the 
field for unfair competition on the basis of similarity in pronun- 
ciation between its mark and the trademarks awe and aw. The 
older mark may be pronounced a’-gruh or a-greh’ and Awe is 
pronounced a’-vuh or a-veh’. 


The first court decided that neither awE or aw was confusingly 
similar to AGRE. 


The higher court decided that acre and awe could easily be 
confused when they were only heard and not seen. The defendant 
had stated that acrE was accented on the last syllable and awe 
on the first syllable. However, the plaintiff’s mark had been known 
to its customers and in business circles for a long time and awe 
was a very recent mark, so the court did not think that the de- 
fendant could rely upon a difference in accentuation for distin- 
guishing between the marks. Also, the defendant could change 
the manner of accenting his mark. 

As to the other mark, the plaintiff argued that the letter “W” 
in the trademark aw is pronounced “VE” and that consequently 
aw sounds like awe. The higher court pointed out that the plaintiff 
had not mentioned that it had used a type designation similar to 
Aw, and the court was of the opinion that similarity between a 
type designation of one party and a trademark of another party 
was not too important. Also, the possibility of confusion was 
reduced by the lacking “E” (in aw) and for all these reasons the 
higher court found that aw was not confusingly similar to AGRE. 


+ 10.—FOREIGN LAW. 
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The Supreme Court confirmed the decisions of the higher 
court. 
(Austrian Supreme Court, June 16, 1959, 4 Ob 326.) 


Cuba 
Partial Assignment and Licensing of Trademarks 

The first paragraph of Article 11 of the Cuban industrial 
property law No. 805 of 1936 provides that “Every trademark 
grant is indivisible as respects its possessor and therefore may 
not be exploited for the same product except by one person or 
firm, whether such be the owner or the assignee thereof in any 
form.” 

The final paragraph of the same article reads as follows: 
“Assignments, authorizations or licenses of the different rights 
may be restricted to the exercise thereof in certain provinces or 
localities of the territory of the Republic of Cuba.” Since this 
paragraph appears to enable the registrant to assign as well as 
license his rights in respect of certain provinces or localities, it 
seems to be in conflict with the ‘“‘indivisible” idea expressed in 
the first paragraph. 

A decision of the Supreme Court of Cuba dated June 3, 1958 
has removed this conflict by ruling that while a trademark right 
may not be partially assigned so as to be effective in only one 
part of Cuba (according to the first paragraph of Article 11), 
the owner of the mark may license its use to one person in a part 
of Cuba and to other persons in other parts of Cuba (as sug- 
gested in the final paragraph of Article 11). It is believed that 
the license would have to be an exclusive one in each instance. 

In the case before the Supreme Court, Embotelladora del 
Norte, S.A. had assigned to Compania de Refrescos del Atlantico 
S.A. the registered trademark cawy in respect of three provinces 
of Cuba and adjacent islands, and had reserved to itself the 
ownership of the mark for the remainder of Cuba. When the 
assignee attempted to record this assignment the Cuban Patent 
Office refused to register it, and this refusal took the case even- 
tually to the Supreme Court. 

In its decision that Court upheld the indivisibility of trade- 
mark ownership and went on to say that “the provisions of the 
final paragraph of the same Article 11 of the law on the matter, 
to the effect that ‘the assignments, authorizations or licenses of 
the different rights may be restricted to the exercise thereof in 
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certain provinces or localities of the territory of the Republic 
of Cuba,’ is no obstacle to the above, because what this precept 
permits, as an exception to the general principle contained in 
the initial paragraph of the same article, is the right of the owner 
of the mark to assign, authorize or permit its use in certain places, 
but not the alienation or transfer of the trademark grant for 
different places, because this would be contrary to the principle 
of indivisibility imperatively established by the initial paragraph 
of the article under analysis.” 

It seems that the wording of Article 11 would be improved 
by the deletion of the word “assignments” from the final para- 
graph of the article, but the decision of the Court is clear enough. 

(Supreme Court of Cuba, June 3, 1958, Compania de Refrescos 
del Atlantico S.A. v. President of Republic.) 


Greenland 
Trademark Protection 


The new trademark law of Denmark, which is to become 
effective not later than October 1, 1960, will apply to Greenland. 
Up to this time there has been no provision for the protection 


of trademarks in Greenland. 


Iran 
Adherence to International (Paris) Convention 
Iran has adhered to the International Convention as revised 
at London in 1934, effective December 16, 1959. 


San Marino 
Adherence to International (Paris) Convention 


San Marino has adhered to the International Convention as 
revised at London in 1934, effective March 4, 1960. This small 
Republic does not have a trademark law, but through a treaty of 
friendship with Italy, going back to 1897, the effect of a regis- 
tration in Italy extends to San Marino. 


Thailand 
Trademark Infringement 
Colgate-Palmolive Company has won an important trademark 
suit in the Supreme Court of Appeal in Thailand against a party 
named Nai Thengkeu Sae Si, in which the well-known trademark 
FAB was involved. The decision shows that the Courts of Thailand 
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are willing to extend broader protection to famous trademarks 
than a strict interpretation of the trademark law might indicate. 

The American company had registered ras in Thailand in 
Class 47 for detergents and similar goods, and on October 14, 1955 
they filed additional applications, including No. 25,479 in Class 
50. The defendant had filed application No. 23,176 on October 2, 
1954 for registration of raB in Class 50 in respect of tooth brushes, 
and the Registrar, observing the conflict between the applications 
in Class 50, notified Colgate-Palmolive Company that the question 
of priority of right would have to be settled between the parties, 
by recourse to the Courts if necessary. 

Colgate-Palmolive Company called upon Nai Thengkeu Sae Si 
to withdraw his application in Class 50, and upon meeting with 
a refusal, applied to the Civil Court for a declaration that they 
had a better right to the registration of the trademark FaB in 
Class 50. They based their claim on their use of the mark through- 
out the world, including Thailand, for about eight years on goods 
intended for use in the preservation of cleanliness and health, 
such as detergents, dentifrices and similar products, on their 
prior registration in Class 47 in Thailand, and on the fact that 
their trademark and the goods on which it was used had become 
widely and favorably known in all countries, including Thailand. 

The defendant replied with a statement that the plaintiffs 
had acquired the mark by transfer from the original owner, who 
had registered it for use on washing powder or powdered soap, 
and that the original owner and the plaintiffs had both used the 
mark on washing powder or powdered soap and on nothing else. 
Consequently, the defendant argued that the plaintiffs had no 
right to interfere with his registration of the mark in Class 50 
for a different kind of product (tooth brushes), which he claimed 
he had been producing and distributing on a wide scale for a long 
time. He also expressed the opinion that the plaintiffs had become 
alarmed when they saw the publication of his application in Class 
50 and thereupon filed their application in that class, although 
they had never produced any goods pertaining to Class 50. He 
denied that he was trying to benefit from the popularity of the 
plaintiffs’ ran trademark or that he was trying to mislead the 
public into believing that his tooth brushes were made by the 
plaintiffs. 

The Civil Court considered the arguments and decided in 
favor of the defendant on the ground that since powdered soap 
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or washing powder belongs in Class 47 and tooth brushes belong 
in Class 50 and the defendant’s application was in Class 50 alone, 
the plaintiffs were not entitled to ask for an injunction against 
use of the trademark by another in a class different from that 
in which their product belonged. 

The plaintiffs appealed to the Appeal Court, which reversed 
the decision of the lower court. The Appeal Court observed that 
the suit was intended to establish the superior right of one party 
or the other to registration of the mark in Class 50, and it was 
the duty of each party to produce evidence in support of its 
assertions. The Court found that the defendant had failed to 
prove his claim of long and extensive production and distribution 
of his ras tooth brushes; and the Court did not accept the de- 
fendant’s claim that he had originated the mark himself. It 
believed that the defendant was trying to take advantage of the 
successful efforts made by the plaintiffs to popularize their goods 
and the trademark ras, and the fact that the defendant had been 
the first to file an application in Class 50 did not justify his 
attempt to appropriate the trademark of another. 

The defendant appealed to the Supreme Court, which upheld 
the Appeal Court and dismissed the appeal with costs plus a 
small payment towards the plaintiffs’ lawyers’ fee. 

The Supreme Court ruled that the Appeal Court had properly 
found that the plaintiffs had a superior right to the trademark 
FAB; that the plaintiffs had proven their claim to long and ex- 
tensive use of the mark on washing powder or powdered soap; 
and that the defendant had been able to produce only one tooth 
brush bearing the mark and that his two witnesses had failed to 
substantiate his claim to extensive use of the mark. The Court 
did not accept the defendant’s claim that he had devised the 
trademark FaB without knowledge of the plaintiffs’ use of that 
mark, and the Court’s comments on this point are of special 
interest: 


“The application by the defendant for registration of the trade- 
mark in question can not be a matter of coincidence wherein 
a device independently thought up happens to coincide with 
a trademark already in use. The close resemblance of the 
defendant’s trademark to the plaintiffs’ can only have been 
intentional and have come about through the defendant’s 
knowledge and realization of the popularity enjoyed by the 
plaintiffs’ product carrying such trademark. With this knowl- 
edge of the situation, the defendant has decided upon the 
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adoption of a trademark very similar to the plaintiffs’, so 
that the purchasing public might be misled into believing that 
the defendant’s product had come from the same source as 
the plaintiffs’, thereby availing himself of the benefits of 
the popularity enjoyed by the plaintiffs’ product under the 
plaintiffs’ trademark. 


“Thus the defendant’s action in making use of the plaintiffs’ 
trademark is clearly an act of dishonesty—an employment of 
a right in an unjustifiable way. The Supreme Court has in 
council deliberated the various aspects of the case and found 
that the plaintiffs have a better right to registration of the 
mark (under Class 50) than the defendant. The Appeal Court 
has rendered a just verdict in deciding in favor of the 
plaintiffs.” 


9 


(Supreme Court of Appeal of Thailand, January 12, 1960, 
Colgate-Palmolive Company v. Nai Thengkeu Sae S81.) 
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* Copies of these articles and legal note are available for reference in the Association’s 
library. 
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HOME OF THE WEEK, INC. v. ASSOCIATED PRESS, INC. 


No. 1962 —D. C., D. Rhode Island — September 28, 1959 — 
124 USPQ 101 


7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
The phrase HOME OF THE WEEK is descriptive and designed to call attention to 
the superior quality of the homes recommended in. plaintiff’s service. 
7.11I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF— IN GENERAL 
A descriptive phrase is entitled to protection if the prior appropriator thereof 
can show that a secondary meaning has attached to such descriptive term and that 
the activities of a later appropriator have created a likelihood of confusion. 
7.21—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF 
The law of unfair competition requires that there be more than a possibility 
of an occasional misunderstanding. 


Action by Home of the Week, Inc., v. Associated Press, Inc., for un- 
fair competition. Judgment for defendant. 


Edward V. Healey, Jr., and Aram A. Arabian, of Providence, Rhode 
Island, for plaintiff. 

William H. Edwards and Edwards & Angell, of Providence, Rhode Island, 
for defendant. 


Day, District Judge. 

This is an action for unfair competition originally brought in the 
Superior Court of the State of Rhode Island and subsequently removed 
to this Court by the defendant. Jurisdiction of this Court is based upon 
diversity of citizenship and the existence of a controversy in the requisite 
amount. 28 U.S.C. § 1332. 

In its complaint, filed in this Court after the entry of an order to 
replead subsequent to the removal of this action as aforesaid, the plaintiff 
alleges that it was incorporated under the laws of the State of Rhode 
Island on May 5, 1955; that on May 19, 1955 it purchased substantially 
all of the assets of Architects’ Cooperative Plan Service, Inc. (hereinafter 
ealled “A.C.P.S.”), a Rhode Island corporation; that it and its predecessor, 
A.C.P.S., have spent large sums of money and exerted considerable effort 
to make the public aware of the name HOME OF THE WEEK; that sub- 
stantial good will has been built up thereby; that subsequent to its acqui- 
sition of the assets of A.C.P.S., the defendant advertised its intention 
of providing a similar service under the name THE HOUSE OF THE WEEK; 
that the defendant did thereafter institute such a service under said 
name; that the defendant’s service “incorporated all of the fundamental 
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features and format’ which the plaintiff had theretofore used; that said 
features and format, and the name THE HOUSE OF THE WEEK are so closely 
similar to the features, format and name theretofore employed by the 
plaintiff as to mislead prospective customers into thinking that the de- 
fendant is in some way connected with the plaintiff; that the defendant 
has solicited several of the customers previously serviced by the plaintiff 
and/or by A.C.P.S.; that the defendant fraudulently intended to cause 
actual or probable deception thereby, and has done so; and that the 
actions of the defendant have been without the consent of the plaintiff 
or of A.C.P.S., and over the written protests of the plaintiff. The com- 
plaint concludes with averments of the damages which have been sus- 
tained by the plaintiff, and an averment that the plaintiff has suffered 
irreparable injury and is faced with the threat of further irreparable 
injury as a result of the defendant’s actions. By way of relief, the 
plaintiff seeks a permanent injunction and an award of damages. 

In its answer the defendant admits that it is a membership corpora- 
tion organized under the laws of the State of New York; that it furnishes 
news features and other services to its members in the State of Rhode 
Island and elsewhere; and that it instituted a plan service called THE 
HOUSE OF THE WEEK in October, 1955. The defendant further admits the 
receipt of protests from the plaintiff from and after September 29, 1955, 
but denies that it has been guilty of any unfair competition as claimed by 
the plaintiff. 

The evidence adduced at the trial establishes the following facts. 
For some years prior to May, 1955, A.C.P.S. operated a newspaper house 
plan service, so-called, in competition with several similar services. Its 
service consisted of supplying weekly to its subscriber newspapers photo- 
graphs and interior plans of a particular house, together with an article 
describing in detail the principal features thereof; each of the houses 
included in its service was designated by a name, such as “The Alean”, 
“The Bowman,” and so forth. The pictorial and editorial matter 
furnished by A.C.P.S. would then be published in the subscriber 
newspapers, which paid a weekly fee to A.C.P.S. for its service. Readers 
of the subscribing newspapers were invited to purchase blueprints of 
the house described, and were advised that information as to their cost 
could be obtained from the newspaper; all inquiries thus made were 
referred to A.C.P.S., which then answered them, giving the reader infor- 
mation as to the cost of such blueprints. Upon the sale of the blueprints, 
the subscriber newspaper was paid a commission of 10% of their selling 
price. The price for the first set, without specifications, was $12.75. 
A.C.P.S. had no definite contracts with its subscriber newspapers, their 
continuation of the use of its service being terminable at their respective 
options. 

The house plan service so initiated and operated by A.C.P.S. was 
conducted under the name of HOME OF THE WEEK. Some time prior to 
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May, 1955, the president of A.C.P.S. died; and early in May, 1955 the 
plaintiff was incorporated under the laws of the State of Rhode Island 
for the express purpose of purchasing the assets of A.C.P.S. On May 19, 
1955 the plaintiff purchased from A.C.P.S. the bulk of its assets, including 
“all right, title and interest in and to the use and emoluments of the trade 
name ‘Home of the Week Plan Service,” and its good will. 

The plaintiff thereafter began to conduct the business in substantially 
the same manner as it was carried on by A.C.P.S., and has continued to 
do so up to the present time. 

In August, 1955, the defendant announced its intention to institute 
a newspaper house plan service to be known as THE HOUSE OF THE WEEK. 
Member newspapers of the defendant were advised of the benefits of the 
service and urged to take advantage of it. The defendant’s service consists 
of supplying its subscribers, for weekly insertion in their newspapers, 
with photographs and interior plans of a particular house and an article 
describing the desirable features of said house. The defendant also 
furnishes a coupon by which the reader can order a copy of a study plan 
of said house for the sum of thirty-five cents; each subscriber newspaper 
is required to purchase at least twenty study plans of the particular house 
described at a cost of seventeen and one-half cents each.” 

In the study plan, the reader is advised that blueprints of and detailed 
working drawings for the house described therein are obtainable from 


the particular architect whose name is set forth therein. Under its service, 
neither the defendant nor its subscriber newspapers have any further 
contact with the reader who has indicated interest in the study plan; 


‘and the subscribing newspapers do not in any way share in the proceeds, 
if any, from the sale of the blueprints. 

After the public announcement by the defendant of its intention, as 
aforesaid, the plaintiff protested by letter to the defendant. Notwith- 
standing this protest, the defendant instituted its aforesaid service on 
October 2, 1955. 

From the evidence it is clear that there is nothing distinctive about 
the plaintiff’s format, i.e., the picture of the house, its interior design or 
the article describing said house. The plaintiff does not claim, nor is 
there any evidence, that the defendant’s plans are copies of the 
plaintiff’s or that they unduly resemble them. The plaintiff does not 
claim, nor is there any evidence, that the defendant employs names for 
its houses that copy or resemble those applied by plaintiff to its houses. 
In fact, the defendant’s houses are designated by numbers rather than 
by names. The evidence also establishes that neither the plaintiff nor its 
predecessor has ever had a trademark registered for the name HOME OF 
THE WEEK. 








1. On June 1, 1959, the price of such a study plan to the reader was increased to 
fifty cents. 

2. On June 1, 1959, the price of such a study plan to the subscriber newspapers 
was increased to twenty-five cents. 
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The plaintiff’s claim of unfair competition on the part of the defendant 
depends entirely on whether or not the defendant’s use of the title 
THE HOUSE OF THE WEEK is, under the circumstances, wrongful; indeed, 
the plaintiff’s president testified that the similarity of this title to that 
employed by the plaintiff is the plaintiff’s “basic and only complaint.” 

Apart from the issue of damages, the two principal issues in this 
case may be summarized as follows: (1) have the efforts of the plaintiff 
and its predecessor created a secondary meaning for the phrase HOME 
OF THE WEEK such that the public identifies said phrase with a house 
plan service originating with the plaintiff? and (2) if so, have the actions 
of the defendant in the institution and operation of its house plan service 
been such as to create the likelihood of confusion in the minds of the 
prospective purchasers of house plans? Since the phrase HOME OF THE 
WEEK has not been registered as a trademark, the remedy of the plaintiff, 
if any, stems not from statute but from the common law of unfair com- 
petition. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 
U.S. 315, 39 USPQ 402 (29 TMR 3); Navy Club v. All-Navy Club, 85 F. 
Supp. 679, 83 USPQ 65 (39 TMR 928). 

There is nothing arbitrary or fanciful about the phrase HOME OF 
THE WEEK. The first word of the phrase is merely descriptive of the sub- 


ject matter with which the plaintiff’s service is concerned, and the re- 
mainder of the phrase merely serves to impute some degree of excellence 
thereto. As was held in Burmel Handkerchief Corp. v. Cluett, Peabody 
& Co., 127 F.2d 318, 321, 53 USPQ 369, 372 (32 TMR 308, 311): 


“We think that judicial notice can be taken of expressions of 
time, such as ‘of the year’, ‘of the hour’, ‘of the month’, ‘of the century’, 
‘of the era’, etc., as indicating that the persons or objects to which 
they are applied stand out pre-eminently above the class to which 
they belong by reason of some outstanding achievement or quality. 
That such expressions are laudatory and are intended to attract 
attention to persons or objects by reason of achievement or quality 
cannot be doubted. MAN OF THE HOUR could be well applied to many 
leaders of world thought or action, yet none could say that such 
expression could be exclusively applied to any one of such leaders. 
CAR OF THE YEAR as applied to an automobile is intended to indicate 
that it possesses qualities which raise it above automobiles generally 
in material, quality, workmanship and style. No one could seriously 
think that that expression could not be used by the manufacturer 
of any automobile. 

“In the final analysis such expressions as we are discussing with 
relation to objects of a trade are a ‘puffing of wares’ and are intended 
to call attention to the superiority of the advertised goods. Such 
expressions are a condensed form of describing in detail the out- 
standing character or quality of the objects to which they are applied. 
So with the expression HANDKERCHIEFS OF THE YEAR. It merely in 
condensed fashion describes handkerchiefs having every characteristic 
as to material, quality and style that the best handkerchiefs should 
possess. 
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“We think that the notation sought to be registered is descrip- 
tive of the character or quality of handkerchiefs. We are further 
of opinion that the notation inherently cannot function as a trade- 
mark. Such a common expression which can indicate nothing but 
high quality surely would not be indicative of origin to the pur- 
chasing public.” 


in this connection, see also Book-of-the-Month Club v. Childrens Book 
d Record of the Month Club, 112 F.Supp. 151, 97 USPQ 256 (43 TMR 
859). Said phrase is clearly descriptive and designed to call attention 
to the superior quality of the homes recommended in the plaintiff’s service. 
Compare William R. Warner & Co. v. Eli Lilly & Co., 265 US. 526 
(14 TMR 247); Standard Paint Co. v. Trinidad Asphalt Manufacturing 
Co., 220 US. 446 (1 TMR 10); Elgin National Watch Co. v. Illinois 
Watch Case Co., 179 U.S. 665; Canal Co. v. Clark, 13 Wall. 311. My 
finding in this regard, however, is not determinative of the plaintiff’s 
right to relief in this action, for it is well settled that even a descriptive 
phrase is entitled to the protection of the law if the prior appro- 
priator thereof can show that a secondary meaning has attached to 
such descriptive phrase and that the activities of a later appropriator of 
said descriptive phrase have created a likelihood of confusion.’ Armstrong 
Paint & Varnish Works v. Nu-Enamel Corp., supra; Navy Club v. 
All-Navy Club, supra; Cady v. Schultz, 19 R.I. 193. The plaintiff must 
establish the existence of these conditions by a fair preponderance of 
the credible evidence. Swank, Inc. v. Anson, Inc., 104 F.Supp. 703, 93 
USPQ 529, affirmed 196 F.2d 330, 93 USPQ 239 (42 TMR 541); Ellay 
Stores, Inc. v. Savitz, 30 F.Supp. 462, 44 USPQ 70 (30 TMR 115). 

The evidence presented at trial tended to show that A.C.P.S. had 
used the trade name HOME OF THE WEEK in connection with its house 
plan service since sometime in 1948. At best, this use was intermittent 
until some years thereafter. The evidence clearly established that the 
plaintiff has used said trade name regularly since June, 1955. Under the 
circumstances, the plaintiff is allowed to rely upon the fruits of its prede- 
eessor’s efforts as well as its own in attempting to prove that said trade 
name has acquired a secondary meaning. See Speed Products Co. v. 
Tinnerman Products, Inc., 179 F.2d 778, 883 USPQ 490 (40 TMR 22); 
Stork Restaurant, Inc. v. Sahati, supra; Sterling Products Corp. v. Sterling 
Products, Inc., 45 F.Supp. 960, 55 USPQ 277 (33 TMR 10). 

The defendant introduced a great many documents which clearly 
demonstrated that the phrase HOME OF THE WEEK, and phrases closely 
analogous thereto, had been used in connection with house plan services 
and in related fields over the period between 1931 and 1958. The vast 
majority of these uses were by persons or firms not in any way con- 


3. It is, however, true that “(E)quity gives a greater degree of protection to 
‘fanciful’ trade names than it accords to names in common use.” Stork Restaurant, Inc. 
v. Sahati, 1948, 166 F.2d 348, 355, 76 USPQ 374, 379 (38 TMR 431). See also Bulova 
Watch Co. v. Stolzberg, 69 F.Supp. 543, 546, 72 USPQ 72, 75 (37 TMR 41). 





262 THE TRADEMARK REPORTER Vol. 50 T. M.R. 








nected with the parties to this litigation. The evidence also showed that 
plaintiff’s subscriber newspapers had the right to alter the titles of 
articles furnished to them by the plaintiff, or to edit such articles in 
any way (including the deletion of the phrase HOME OF THE WEEK there- 
from), and this power was in fact exercised on occasions. 

The true test of whether the phrase HOME OF THE WEEK has acquired 
a secondary meaning is whether the purchasing public associated that 
phrase with a single source, regardless of whether or not it knew that 
source by name. Hawley Products Co. v. United States Trunk Co., 259 
F.2d 69, 118 USPQ 424; General Time Instruments Corp. v. United States 
Time Corp., 165 F.2d 853, 76 USPQ 211 (38 TMR 172); ef. Merlino 
v. Schmetz, 66 R.I. 425. See also 3 Restatement, Torts § 741. Con- 
sidering the evidence as a whole, and the reasonable inferences to be 
drawn from it, I do not believe that said phrase is generally regarded 
by the purchasing public as identifying the plaintiff’s house plan service, 
and I must therefore conclude that the plaintiff has failed to establish 
the existence of a secondary meaning for said phrase sufficient to accord 
it a proprietary right thereto. 

Moreover, if a secondary meaning had attached to said phrase, it 
would also be incumbent upon the plaintiff to demonstrate by the required 
degree of proof that it was likely that prospective purchasers of the 
plaintiff’s services or of its house plans would regard the defendant’s 
services and plans as originating with the plaintiff. Hawley Products Co. 
v. United States Trunk Co., supra; Navy Club v. All-Navy Club, supra. 
The test to be applied is: would the ordinary purchaser, exercising the 
care of a reasonably prudent person, be deceived under ordinary condi- 
tions? Swank, Inc. v. Anson, Inc., supra; Fawcett Publications, Inc. v. 
Popular Mechanics Co., 80 F.2d 194, 27 USPQ 116 (25 TMR 579) ; Yellow 
Cab Co. of Rhode Island v. Anastasi, 46 R.I. 49. In the instant case, the 
purchasing public, so-called, consists of two classes, viz.: (1) the news- 
papers (which are solicited by the supplier of the house plan service) 
and (2) the general public (which purchases study plans or blueprints 
after viewing the photographs and designs and reading the article ap- 
pearing in the newspapers). These classes must be treated as distinct 
markets for the purposes of this case. Cf. American Luggage Works, Inc., 
v. United States Trunk Co., 158 F.Supp. 50, 116 USPQ 188 (48 TMR 579), 
affirmed sub nom. Hawley Products Co. v. United States Trunk Co., supra. 

As to the newspapers, it is obvious that no substantial likelihood of 
confusion exists. The defendant offers its service only to its members 
and to members of the Canadian Press. Under the circumstances, it may 
be concluded that those newspapers would correctly identify the defendant 
as the source of THE HOUSE OF THE WEEK service. It must be remembered 
that newspaper editors are professionals, working daily in a specialized 
field; and as such are not readily susceptible to the sort of confusion 
which the plaintiff must show to succeed in this litigation. Compare 
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McGraw-Hill Pub. Co. v. American Aviation Associates, Inc., 117 F.2d 
293, 47 USPQ 494 (31 TMR 150); American Luggage Works, Inc. v. 
United States Trunk Co., supra; Eastern Const. Co. v. Eastern Engineering 
Corp., 246 N.Y. 459. See also, Nims, Unfair Competition and Trademarks 
(38rd ed. 1929) $324. In view of “the experienced and discriminating 
character of the clientele” * here involved, and the total absence of any 
evidence of past confusion on the part of subscribing newspapers, it is 
abundantly clear that no appreciable likelihood of confusion is to result 
in respect to this segment of the purchasing public from the defendant’s 
use of its designated title. 

As to the general public, there is no evidence whatever of any palming 
off by the defendant of its service as being that of the plaintiff. And 
the only evidence of possible confusion presented by the plaintiff was 
that on successive days in September, 1957, two coupons which had been 
printed in conjunction with the defendant’s service were apparently filled 
out by newspaper readers and sent, with the requisite payment, to one 
of the plaintiff’s subscriber newspapers, which in turn forwarded them 
to the plaintiff. There was no evidence of any other similar incidents 
between the time when the defendant instituted its service and the trial 
of this action. The law of unfair competition requires that there be more 
than a possibility of an occasional misunderstanding. “Probable confusion 
cannot be shown by pointing out that at some place, at some time, someone 
made a false identification.” McGraw-Hill Pub. Co. v. American Aviation 
Associates, Inc., supra, 117 F.2d at page 295, 47 USPQ at 497 (31 TMR 
at 152). See also North American Airlines, Inc. v. Civil Aeronautics Board, 
228 F.2d 432; Eastern Wine Corp. v. Winslow-Warren, Ltd., 137 ¥.2d 
955, 57 USPQ 565, certiorari denied 320 U.S. 758, 59 USPQ 496; Lawyers 
Title Ins. Co. v. Lawyers Title Ins. Corp., supra. In my opinion the 
plaintiff has failed to establish that there has been any confusion between 
the services furnished by the parties hereto, or that there is any probability 
of such confusion occurring in the future. 

I find and conclude that the defendant has not competed unfairly 
and is not now competing unfairly with the plaintiff. Accordingly, judg- 
ment shall be entered in favor of the defendant. 








4. Lawyers Title Ins. Co. v. Lawyers Title Ins. Corp., 109 F.2d 35, 45, 43 USPQ 
166, 174 (30 TMR 235), certiorari denied 309 U.S. 684, 45 USPQ 713. 
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CUE PUBLISHING CO., INC., et al. v. KIRSHENBERG 


N. Y. Sup. Ct., Trial Term, N. Y. Co.— March 7, 1960 — 
124 USPQ 533 


7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

The trademark of plaintiff has acquired a secondary meaning and the defen- 

dant should be enjoined from using the mark and from doing any act or thing 

that may associate his business with that of the plaintiff in the minds of the public 
despite the absence of competition between the parties. 


Action for unfair competition. Judgment for plaintiff. 


De Witt, Nast & Diskin (C. Coudert Nast and Leo A. Egan of counsel) 
of New York, N. Y., for plaintiffs. 

Henry Hirsch (Jacob Goldberg of counsel) both of New York, N. Y., for 
defendant. 


NATHAN, Justice. 

In this action for unfair competition, plaintiffs seek to enjoin the 
defendant from using the word cur as part of the title of the business 
conducted by him. 

Cue magazine has been published by the plaintiffs continually since 
1935. Its success has been noteworthy. Starting with an initial circulation 
of approximately 1,500, the magazine has steadily increased its circulation 


over the years to a present average weekly paid circulation in excess of 
150,000 and an actual readership far greater. Large sums of money have 
been expended on advertising and promoting the publication. 


Besides providing reviews of current motion pictures and legitimate 
stage productions, the magazine furnishes lists of restaurants, plays, mo- 
tion pictures and other forms of diversion and amusement, their cost, and 
where they may be found. It also issues its “seal of approval’ to those 
restaurants in the metropolitan New York area which, in the opinion of 
its editors, would satisfy its reader’s culinary tastes. Broadly speaking, 
Cue is designed to reach those members of the general public who are 
seeking entertainment. 

The defendant is engaged in the ticket brokerage business within 
the metropolitan New York area. His only place of business is in Man- 
hattan. In 1957, after having acquired a knowledge of the business by 
working for a large ticket brokerage firm for approximately seven years, 
he opened his own business under the name CUE THEATER TICKETS. Be- 
eause of the similarity of names between the magazine and the ticket 
brokerage business, the plaintiffs bring this action to enjoin the defendant 
from the use of the word cvE in his business name, alleging that this may 
create the impression in the minds of the general public that the two 
enterprises are related, to the detriment of the plaintiffs. 


The title cUE was registered by the plaintiffs in March, 1936, as a 
trademark in the United States Patent Office under the Trademark Act 
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of 1905. That registration was republished in October, 1948, under the 
Trademark Act of 1946, commonly known as the Lanham Act, and renewed 
in December, 1955. Therefore, plaintiffs might have chosen to pursue 
their remedies in the Federal District Court for the Southern District 
of New York. This they have not done. 

The pleadings also make it clear that the plaintiffs are not proceeding 
under section 964 of the New York State Penal Law, or under section 368 
of the New York State General Business Law. The court is here faced 
with a common law action based upon unfair competition. 

The definitions of what constitutes unfair competition are legion (1 
Nims, Unfair Competition and Trademarks, sec. 4, 4th ed., 1947), but 
simply stated, “This is nothing but a convenient name for the doctrine 
that no one should be allowed to sell his goods as those of another * * * ” 
(Denison, J., in Vogue v. Thompson-Hudson Co., 300 F. 509, 512 (15 TMR 
1) [C. C. A. 6th, 1924]). The doctrine is as difficult to apply as it is 
simple to state, and in the final analysis each case depends upon its par- 
ticular facts. 

The failure of the plaintiffs to seek a trademark registration in New 
York State does not protect the defendant if in fact there is unfair com- 
petition (Dell Publishing Co. v. Ultem Pubs., 171 Mise. 159). However, 
before the injunction here sought can issue, it is incumbent upon the 
plaintiffs to establish that the word cUE has acquired a secondary meaning 
in and around the metropolitan New York area for those members of the 
public who concern themselves with the pursuit of entertainment. While 
as defense counsel has so ably pointed out, it is extremely difficult for a 
word in current common usage to acquire a secondary meaning as opposed 
to a word that has passed out of the language or is a fanciful creation 
of its user, this is not impossible (see The Conde Nast Publications, Inc., 
v. Vogue School of Fashion Modelling, 105 F. Supp. 325 (94 USPQ 101, 
42 TMR 764); Triangle Publications, Inc. v. Hanson, 163 F. 2d 74 (74 
USPQ 280, 37 TMR 645) ). 

Upon a review of all the evidence, the court finds that the plaintiffs 
have succeeded in attaching a secondary meaning to the word cvUE in and 
around the metropolitan New York area and that the injunction should 
issue. It is quite clear that, at the present time at least, there is no direct 
competition between the parties. However, both operate in the general 
field of entertainment and our courts have consistently held that it is not 
essential for parties to be in competition with each other in order to 
sustain an injunction (Long’s Hat Stores Corp’n v. Long’s Clothes, 224 
App. Div. 497 (18 TMR 562); Maison Prunier v. Prunier’s Restaurant 
& Cafe, 159 Mise. 551 (28 TMR 33); Tiffany & Co. v. Tiffany’s Prods., 
147 Mise. 679 (23 TMR 1), aff’d 237 App. Div. 801, (23 TMR 117), aff’d 
262 N. Y. 482). 

There is little if any direct evidence to suggest that the defendant 
was induced to select cuE by a desire to trade upon the reputation of the 
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plaintiffs and deliberately to mislead the public into believing that there 
is a connection between the parties. However, the defendant was evasive 
when questioned as to how he came to include the word cue in the title 
of his business, and his statement that he is not familiar with Cue Maga- 
zine is incredible in view of his activity in and knowledge of the enter- 
tainment field in the metropolitan New York area over a period of years. 
Be that as it may, once a word has acquired a secondary meaning, it is 
of no consequence that the defendant did not intend an association with 
the wares of the plaintiffs if that association does in fact occur . (see 
Burrough, Ltd., v. Ferrara, 6 Mise. 2d 692 (47 TMR 517); Ed Sullivan v. 
Ed Sullivan Radio & T. V., Inc., 1 App. Div. 2d 609 (46 TMR 954) ). 

Moreover, it is not necessary that the plaintiffs suffer any pecuniary 
damage for an injunction to issue. While it is true that Cue Magazine 
was, for a short period of time, engaged in the sale of theater tickets to 
its subscribers and therefore, in a limited sense, in the ticket brokerage 
business, this activity has long since been discontinued and the magazine 
does not now sell theater tickets to the public or anyone else. In that 
sense the parties are not competitive. However, as Mr. Justice Steur of 
this court has so aptly stated in Burrough, Ltd., v. Ferrara (supra), “Asso- 
ciation and identification in the public mind is more than a mere possibility 
* * * It is not disputed that the plaintiff is not required to put its repu- 
tation in defendant’s hands, no matter how capable those hands may be.” 
That is precisely the danger that exists here. 

In cases of this type the test is whether the use by defendant of 
plaintiffs’ name or mark is likely to confuse and mislead the public and 
injure plaintiffs’ name, reputation or business (Ed Sullivan v. Ed Sullivan 
Radio & T. V., Inc., supra). In this regard, it is significant that the 
defendant was free to choose any number of names for his business, in- 
eluding his own. In addition, within a very short period of time after he 
began his business, the defendant was put on notice by the plaintiffs that 
the plaintiffs objected to his use of the word cuE. It is difficult to envision 
how the defendant can be harmed by changing the title of his business; 
it is incontrovertible that harm may accrue to the plaintiffs by the con- 
tinued use by the defendant of the word cUE in his business name. The 
defendant is therefore enjoined from using the word cUE in its business 
name, or in any other form or manner. The defendant will also desist 
from doing any act or thing that may associate his business with that of 
the plaintiff in the minds of the public. As plaintiffs have not sustained 
any monetary damages, they do not seek an accounting for profits. 

Findings of fact and conclusions of law having been waived, the 
foregoing represents the decision of the court in accordance with section 
440 of the Civil Practice Act. 

The plaintiffs will have taxable costs and disbursements. 

Settle judgment on notice. 

Counsel will kindly call at Room 331 for exhibits. 





Vol. 50 T. M. R. _IN RE BEAUNIT MILLS, INC. 





IN RE BEAUNIT MILLS, INC. 
Appl. No. 6418 — CCPA — December 15, 1959 — 124 USPQ 370 
2. 9—REGISTRABILITY—CONFUSING SIMILARITY 
Registration of the trademark CULTURED BEMBERG for fabrics in the piece was 
properly refused because of confusing similarity with the previously registered 
trademark CULTURED coTTON for cotton textile fabrics in the piece. 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
The word CULTURED when applied to fabrics is an arbitrary use of an ordinary 
word and is not descriptive. 
2.12—REGISTRABILITY—DISCLAIMERS 
Disclaimer of the word CULTURED apart from the mark CULTURED BEMBERG does 
not alter the fact that the two word trademark must be considered as a whole in 


determining likelihood of confusion. 


Application for trademark registration by Beaunit Mills, Inc., Serial 
No. 689,801, filed June 20, 1955. Applicant appeals from decision of Com- 
missioner of Patents refusing registration. Affirmed; Worley, Chief Judge, 
dissenting with opinion in which Martin, Judge, concurs. Rehearing denied 
February 18, 1960. 

Case below reported at 48 TMR 62. 
Rudolph 8. Bley, of Elizabethton, Tennessee (Charles R. Allen, Jr., of 

Washington, D.C., of counsel) for appellant. 
Clarence W. Moore for Commissioner of Patents. 


3efore WoRLEY, Chief Judge, Rico, Martin, and Smitu, Associate Judges, 
and KIRKPATRICK, Judge *. 


Ricu, Judge. 

This appeal is from the decision of the Commissioner of Patents 
sustaining the examiner’s final refusal to register the trademark CULTURED 
BEMBERG. The application drawing depicts those two words in white ar- 
ranged one above the other on a black oval background. Nothing else 


appears on the drawing or the specimen accompanying the application. 
The goods enumerated in the application are “woven, knitted, netted, 
textile, and pile fabrics in the piece, comprised of rayon, or in substantial 
part of rayon combined with cotton, wool, silk, nylon, and other synthetic 


fibers.” 

The sole ground of rejection is predicated on section 2(d) of the 
Trademark Act of 1946 (the Lanham Act) which requires the Patent 
Office to refuse registration to any trademark which 


(d) consists of or comprises a mark which so resembles a mark 
registered in the Patent Office * * *, as to be likely, when applied 
to the goods of the applicant, to cause confusion or mistake or to 
deceive purchasers * * *. 








* United States Senior District Judge for the Eastern District of Pennsylvania, 
designated to participate in place of Judge O'CONNELL, pursuant to provisions of 
Section 294(d), Title 28, United States Code. 
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Appellant’s application, Serial No. 689,801, filed June 20, 1955, claims 
May 16, 1955 as the date of first use. The Patent Office has rejected the 
application because of the prior registration, on the Principal Register, 
of CULTURED COTTON for “cotton textile fabrics in the piece,” registration 
No. 604,522 of April 12, 1955. Both the examiner and the Commissioner 
were of the opinion that registration was proscribed by section 2(d), the 
opinion of the Commissioner, acting through Assistant Commissioner Leeds, 
concluding as follows, 114 USPQ 456, 457 (48 TMR 62, 63) : 


CULTURED, when applied to fabrics, represents an arbitrary use 
of an ordinary word. Applicant’s use of the word will, I believe, 
inevitably cause purchasers to assume that the fabrics marked CUL- 


TURED BEMBERG and CULTURED COTTON emanate from a single source 
*“ * & 


Considering the diverse reactions of purchasers to the psychological 
impact of trademarks, it is perhaps going too far to say that they will 
inevitably react in any particular way; but we do agree with the conclusion 
to the extent that it is “likely” that purchasers will be confused or mistaken 
or deceived as to the source of the goods. No more than that is required 
to sustain the refusal to register. If the intention was to say that some 
confusion would be inevitable, we fully agree. 

Appellant has attacked the conclusion in various ways and on various 
grounds, none of which has convinced us that it is wrong. We shall com- 
ment briefly on them. 

First, appellant urges us to regard CULTURED as descriptive (or at 
least highly suggestive) and to regard BEMBERG as the dominant feature 
of its mark, emphasizing that the latter has been promoted with six million 
dollars worth of advertising since 1930 and that what it is really trying 
to do here is to obtain an additional registration of its BEMBERG mark, 
admittedly already registered ten times for piece goods, “in the form 
as actually used upon its goods in commerce.” Answering this we would 
point out that it has not been shown in what way CULTURED is descriptive 
of piece goods, that some of the best trademarks are those which are highly 
suggestive and that what is here sought to be registered is not BEMBERG 
but CULTURED BEMBERG and it is registrability of the latter which is at issue. 

Appellant, with its brief on appeal to the Commissioner, offered to 
file a disclaimer (not entered and still, therefore, merely an offer) of the 
word CULTURED, apart from the mark as shown. Appellant admits in its 
brief that “for the purpose of this proceeding, it is immaterial whether 
or not the word CULTURED is disclaimed apart from its applied-for mark 
by applicant, or whether such term is considered descriptive.” Although 
appellant also urges in its brief that the disclaimer should be entered, it 
seems itself to have disposed of any argument that might be based on 
disclaimer by admitting its immateriality. In any case, disclaimer of any 
exclusive right to one of the words of a two word trademark, “apart from 
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the mark as shown,” does not affect the fact that it is the two words 
together that constitute the trademark sought to be registered. This mark 
must be considered as a whole on the issue of likelihood of confusion. 

Another line of argument is based on the specimen label which was 
filed with the application to register CULTURED COTTON, which label bears 
another trademark, RUBy sET. Appellant argues that the prior regis- 
trant’s goods would be identified by the latter mark and that CULTURED 
COTTON is a “secondary mark and is not a primary origin indicator.” 
This argument is coupled with the contention that appellant’s “dominant 
trademark” is BEMBERG and it is then stated “that there is no similarity 
between the dominant trademarks employed by the respective parties, 
namely BEMBERG and RUBY SET.” 

We decline to be led away from the only issue before us which is 
the registrability of CULTURED BEMBERG in view of the prior registration 
of CULTURED COTTON. We are in no way here concerned either with the 
trademark RUBY SET or with the specimen label on which it appears. It 
is not the label that was registered. The language of the statute is specific. 
We are concerned only with a prior registration which was granted for 
the trademark CULTURED COTTON and the proposed registration of CULTURED 
BEMBERG and nothing else. This court has rejected similar arguments 
several times in the past. See Burton-Dirie Corp. v. Restonic Corp., 438 
CCPA 950, 234 F.2d 668, 110 USPQ 272 (46 TMR 1367), and cases 
therein cited. 

Another argument is that appellant is here seeking only to have its 
application for registration passed for publication for opposition purposes 
and that this court should reverse so that this may be done, leaving it to 
the future to see whether the owner of the CULTURED COTTON registration 
will file an opposition. We are told that in such an opposition the regis- 
trant could show a number of facts as to how it is actually using its 
mark so that the Patent Office would not have to base its decision “on 
pure hypothesis.” Part of the answer to this is supplied by appellant’s 
own admission that “the Patent Office has the duty to refuse to register 
a mark which so resembles a mark previously registered in the Patent 
Office, or a mark previously used in the United States, as to be likely 
to cause confusion or mistake or to deceive purchasers.” So far as the 
office is concerned, passing a mark for publication is tantamount to granting 
the registration. The rest of the answer is that if the prior registrant 
did oppose, it would be entitled to stand on its registration if it wished, 
thus presenting the Patent Office with the identical issue it has already 
decided and, furthermore, if by “pure hypothesis” appellant means a 
subjective opinion as to a state of affairs not established by proof, the 
duty of forming such opinions is, unhappily, imposed on the Patent Office 
and this court by statute. 

Appellant attempts to draw a parallel between the present case and 
this court’s opinion in Hart Schaffner & Marx v. Empire Manufacturing 
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Co., 39 CCPA 1042, 197 F.2d 558, 94 USPQ 171 (42 TMR 755), while 
conceding that “prior decisions are of little value and each case must be 
decided on its own set of facts, North Star Mfg. Co. v. Wells Lamont Corp., 
39 CCPA 764, 92 USPQ 128 (42 TMR 220). Though some superficial 
similarities can be noted, they appear to be exceeded by significant dif- 
ferences. Notably, appellant has glossed over the fact that in that con- 
tested opposition the applicant’s mark DIxtE LEADER, was for overalls and 
similar work clothes while the well-known opposer, Hart Schaffner & 
Marx, based its opposition on the trademark DIxtk WEAVE for men’s suits 
of a porous weave for hot weather wear. The court obviously felt the 
differences in the merchandise were most significant on the issue of 
likelihood of confusion as to origin. The merchandise of both the applicant 
and prior registrant here is piece goods. 

Finally, appellant claims that “the goods of the parties here are nor- 
mally purchased with considerable eare.” (Of course, there is only one 
party, the applicant.) Among the purchasers appellant includes all “house- 
wives normally skilled in the sewing arts.” We would expect, as the 
Patent Office Solicitor has pointed out, that this class of purchasers would 
be an extensive group including all shades of literacy, intelligence and 
education, not exactly a class of “discriminating purchasers” in the usual 
trademark sense of that term. Surely, while this group as a whole will 
appreciate that cotton and Bemberg—and also rayon, nylon and silk— 
are different fabrics, it is likely, in our opinion, that many, if not most, 
of the group would not know that BEMBERG is a trademark and that 
rayon and nylon are not trademarks. They are as likely to think that 
BEMBERG is a kind of cloth, as indeed it appears to be, as a species of 
rayon or artificial silk; so thinking, they are likely to believe that cotton 
piece goods and artificial silk piece goods both marketed under the name 
CULTURED emanate from a common source. 

In saying that BEMBERG is a kind of cloth we do not intend to detract 
from its value, importance or legal significance as a trademark. More 
accurately we should probably say it is a family of cloths and yarns, 
but yarns are not involved here. The point we wish to make is that many 
in the class of people who buy BEMBERG piece goods are not trademark 
sophisticates and in making a “pure hypothesis” about the likelihood of 
confusion or mistake as to origin we cannot assume them to be such. For 
this reason we have not been swayed by the $6,000,000 spent since 1930 
in advertising BEMBERG products or by the ten prior registrations of that 
mark. 

The decision of the Commissioner of Patents is affirmed. 








1. Even if the technically minded should look for the meaning of the word in the 
“Condensed Chemical Dictionary,” 4th Ed., they would find: “bemberg. See copper 
ammonium rayon,” and under the latter, “Bemberg, Pauly rayon; glanzstoff.”’ Hackh’s 
Chemical Dictionary, 3rd Ed., says: “Bemberg silk. An artificial silk made by the 
cuprammonium process.’”’ Concise Chemical and Technical Dictionary, Bennett ed. 1947, 
says: “Bemberg yarn. Trade name for a cuprammonium rayon.” 
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Wor EY, Chief Judge, dissenting. 

I agree with the majority that competing marks should be considered 
in their entirety, but respectfully suggest the emphasis here on the word 
“cultured” virtually nullifies that test and results in the tail wagging 
the dog. 

It would be difficult to imagine two words in the trademark world 
more unlike than BEMBERG and coTron. They do not look alike, sound 
alike, or create the same impression. They differ in length and in spelling, 
with no letter of the alphabet in common. They differ in meaning and 
are used on different fabrics. How, then, can an ordinary word like 
“cultured” be endowed with such strength as to overcome the sharp dif- 
ferences between BEMBERG and COTTON, and so dilute them as to create 
a likelihood of confusion where none could possibly have existed before? 
Although that question is vital to the issue here, there seems to be no 
unanimity as to exactly why such is the case. The examiner said the word 
was “fanciful and arbitrary”; the Assistant Commissioner said it was 
“an arbitrary use of an ordinary word”; the applicant strongly contends 
that it is descriptive, or at least highly suggestive; yet the majority does 
not say expressly what it is, but holds that appellant has not proved its 
contentions. 

I find nothing in the definition of the word “culture” or its proposed 
use by appellant to support the unusual veto power accorded it. It is 
not a coined word, but one belonging in the public domain; as such its 
use should not be denied those in the trademark world without sounder 
reasons than those advanced here. Indeed, in view of the sharp contrast 








1. Webster’s New International Dictionary, 1949. 

1. a Art or practice of cultivating; manner or method of cultivating; tillage. 

* * 

b Obs. Cultivated land; a cultivated area. 

2. Act of developing by education, discipline, ete.; the training or refining of the 
moral and intellectual nature. 

* * ~ 

3. a The cultivation or rearing of a particular product or crop, or stock for 
supply; as, the culture of the vine; bee, fish, or oyster culture. b Consecutive endeavor 
at improvement of or in a special line; as, culture of the sonnet. e¢ The business or 
profession of giving expert care or training; as, beauty culture; voice culture. 

4. a The state of being cultivated; esp., the enlightenment and refinement of taste 
acquired by intellectual and aesthetic training; the intellectual content of civilization; 
refinement in manners, taste, thought, ete. b Conversance with and taste in fine arts, 
humanities, and board aspects of science ;—distinguished from vocational, technical or 
professional skill or knowledge. 

5. a A particular state or stage of advancement in civilization or the characteristic 
features of such a stage or state; as, primitive, Greek, Germanic culture. b The com 
plex of distinctive attainments, beliefs, traditions, etc., constituting the background of 
a racial, religious, social group; as, a nation with many cultures. Phrases in this sense 
are: culture area; culture center; culture complex; culture mixing; culture pattern; 
culture phenomenon; culture sequence; culture stage; culture trait. 

6. Anthropol. The trait complex manifested by a tribe or a separate unit of 
mankind. 

7. Biol. Cultivation of micro-organisms, as bacteria, or of tissues, fungi, ete., in 
prepared nutrient media; also, an instance of such cultivation, or esp. a growth which 
is the intended product of it; by extension, any inoculated nutrient medium. See 


MEDIUM. 
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between BEMBERG and COTTON it is not unreasonable to suppose that denial 
of appellant’s application would vest in the prior registrant a virtual 
monopoly of the word “cultured,” at least in the textile field. In my 
opinion we are sorely underestimating the intelligence of the average 
purchaser in holding that concurrent use of the instant marks would be 
likely to result in confusion, especially since it is reasonable to assume 
that the average purchaser of the instant fabrics in the piece would be 
expected to exercise at least some degree of selectivity. 
I would reverse. 


MARTIN, Judge, concurs in dissent. 


7. a; PURE CULTURE. Phrases are: culture flask, culture organism, culture 
plate. 

8. Cartography. Those details of a map which represent culture features, meridians, 
parallels, ete. Sny.—See civilization. 

Culture. 1. To cultivate. 


_ * 7 


2. Bacteriol. & Biol., a to grow (microorganisms, tissues, etc.) in a culture. 
b To inoculate with a culture, as of bacteria, or to treat as a culture, as cultured milk. 
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KOPPERS COMPANY, INC. v. ALLGEMEINE HOLZIMPRAGNIERUNG, 
DR. WOLMAN G.m.b.H. 


Trademark Trial and Appeal Board — January 15, 1960 — 
124 USPQ 114 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
THANALITH-REFORM for fabrics of glass and synthetic fibers and plastic film, 
used for making tarpaulins, protective covering, and the like, is merely descriptive 
or deceptively misdescriptive thereof and would be damaging to any producer of 
TANALITH. 


Opposition proceeding No. 38,218 by Koppers Company, Inc. v. All- 
gemeine Holzimpragnierung, Dr. Wolman G.m.b.H., application Serial No. 
27,919 filed April 11, 1957. Opposition sustained. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., and Olin E. 
Williams, of Pittsburgh, Pennsylvania, for Koppers Company, Inc. 
Walter Becker, of Dayton, Ohio, for Allgemeine Holzimpragnierung, Dr. 

Wolman G.m.b.H. 


Before BAILEY, LEACH, and LEFKOow1Tz, Members. 

BaILeEY, Member. 

Applicant, a German firm, on April 11, 1957, filed an application to 
register THANALITH-REFORM for fabrics of glass and synthetic fibers and 
plastic film, used for making tarpaulins, protective coverings, and the like. 
The application is based on a German registration, use in commerce not 
being asserted.* 

Koppers Company, Incorporated, a dealer in wood preservatives, has 
filed opposition, alleging that the term THANALITH forming the salient 
part of the mark sought to be registered is substantially identical to 
TANALITH, a word long in use in this country by opposer and others as 
the descriptive name of a particular kind of protective salt or wood pre- 
serving material; that the goods on which applicant purports to use 
THANALITH-REFORM comprise wood preserving and/or protecting compo- 
sitions and goods related thereto; and that THANALITH-REFORM as applied 
to such goods is merely descriptive or deceptively misdescriptive thereof. 

Applicant in its answer has largely admitted the factual allegations 
of opposer’s pleading. Upon the basis thereof and of the final decision 
in prior opposition proceedings between the parties hereto, opposer has 
moved for entry of judgment. 

The prior oppositions involved applications of the present applicant 
to register THANALITH respectively for pitch and tar and for wood pre- 
servatives, disinfectants and other chemical compositions. Opposer finally 





1. Applicant also has on file a co-pending application for the registration of the 
mark THANALITH-REFORM for chemical products for industrial and commercial purposes; 
namely, wood preserving preparations and compounds and bandages and cartridges im- 
pregnated therewith, animal and plant destroying preparations, germicides and disinfec- 
tants, (application Ser. No. 27,918). Action in connection with that application has 
been suspended pending the outcome of this proceeding. 
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prevailed in both proceedings, it being found that TANALITH is the common 
descriptive name of a wood preservative, and that the registration of the 
substantially identical term THANALITH for goods in that category, or for 
related products such as pitch and tar, would conflict with the right of 
opposer and other dealers in TANALITH wood preservative compound to 
the use of the term as a descriptive name.’ 

Applieant’s use of REFORM in THANALITH-REFORM cannot alter the 
merely descriptive significance of THANALITH, REFORM is defined as mean- 
ing “to put or change into a new or improved form or condition” and “to 
improve or amend by change of form.” In the field of trade to which the 
products of the parties pertain, THANALITH-REFORM hence would be under- 
stood simply to refer to an improved form of tanalith. 

In its answer applicant has admitted allegations of the notice of opposi- 
tion that the fiber, film and fabric goods set forth in its application are 
or are intended to be used by applicant as protective coverings and/or 
containers for protective salts and that protective salts are in fact wood 
preserving compositions. It therefore is clear that when used on such 
voods THANALITH-REFORM would be merely descriptive or deceptively mis- 
descriptive thereof, and that the registration sought here would be dam- 
aging to any producer of tanalith and/or goods as directly related thereto 
as those covered by applicant’s application. See: United Shoe Machinery 
Corporation v. Compo Shoe Machinery Corporation, 12 USPQ 246 (22 
TMR 160) (CCPA, 1932). 


DECISION 


The motion is granted; the opposition is sustained; and registration 


to applicant is refused. 








120 USPQ 236 (50 TMR 278) (TT&A Bd., 1959). 





Part Ill 


THE AMERICAN ROLEX WATCH CORP. v. LAUFER et al. 
(D. C., E. D. N. Y. 10/1/59) 123 USPQ 203 


$.1—COURTS—JURISDICTION 

The federal courts have jurisdiction under Section 43 (a) of the 
Lanham Act to entertain an action for unfair competition within the terms 
of the statute, in the absence of diversity of citizenship or joinder with 
a related claim under the patent, copyright or trademark laws. Motion to 
dismiss action for unfair competition, framed in the language of Section 


43 (a) of the Lanaham Act, for lack of jurisdiction is denied. 


SPECINER, Trustee of A. B. C. STEEL EQUIPMENT CO., INC. v. 
REYNOLDS METALS COMPANY 


(D. C., S. D. N. Y. 9/30/59) 123 USPQ 206 


7.211I—REMEDIES—UNFAIR COMPETITION—BASIS FOR RELIEF- 
IN GENERAL 

The general rule is that when a trade secret is learned by means of 

a confidential relation, relief may be obtained against its use for gaining 

an advantage at the expense of the possessor. Where an employer-employee 

relation exists, one using a trade secret in breach of confidence cannot 


complain if the information was already generally known. But where 


the parties were merely contemplating a buy-sell contract and information 


were discoverable from the marketed goods, the construction of which was 
ascertainable at a glance, and did not require precise study or constitute 
a device difficult of access, the construction did not constitute a trade 


secret. The complaint is therefore dismissed. 


ALLIED CHEMICAL COATINGS, INC. v. ALLIED CHEMICAL CORPORATION 
(C.A. 1 12/4/59) 123 USPQ 472 


9.—STATE STATUTES 
The fact that parties are not in competition is not fatal to injunctive 


relief under Massachusetts “antidilution” statute. 
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SUN-MAID RAISIN GROWERS OF CALIFORNIA v. 
CALIFORNIA PACKING CORPORATION 


(C. A. 9 12/14/59) 124 USPQ 26 


7.125—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
8.4—COURTS—MOTIONS 

Motion to dissolve an injunction which prohibited use of trademark 
SUN MAID was denied. In 1915 action was instituted by owner of the mark 
SUN-KIST against use of SUN-MAID. This action was settled by agreement 
between parties limiting the mark SUN-MaAID to raisin and raisin products. 
In 1929, action was instituted claiming SUN-MAID violated agreement. This 
action culminated in injunction sought to be dissolved. In 1950 all right, 
title and interest in SUN-KIST was sold to a third party. The court held 
the assignment of the trademark did not in and of itself cause all rights 
under the agreement or injunction to vanish and that those rights remained 
either in original owner of mark SUN-KIST, the assignee or both. The lower 
court’s denial of the motion to dissolve the injunction upon this sole 
ground was proper. 


DARLING WILLIS AVENUES, INC. v. DARLING DISCOUNT MART, INC. 


(N. Y. Sup. Ct., Spec. Term, Kings Co. 9/9/59) 123 USPQ 94 


9.—STATE STATUTES. 
Action under N. Y. Penal Law Section 964 to restrain defendant 
from using DARLING in connection with sale of baby carriages, ete. 
Summary injunction, once “established in a clear and convincing 
manner,” is not to be defeated by pro forma denials of any intent to deceive 
or mislead public, particularly where “respondent fails by affidavit to 
establish true issue of fact”. 


7.111I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Plaintiff established twenty years use of mark and wide reputation. 

Respondent entered a business in which petitioner had long been 
engaged, in a store operated by a predecessor corporation whose right to 
use the name DARLING was derived from a license granted by petitioner. 
Respondent adopted the very name and symbols petitioner had been using 
and popularizing at great expense. Respondent even appropriated with- 
out permission the very “cuts” containing the name DARLING and utilizing 
them for advertising purposes. It may be further observed that respondent 
upon request ceased using petitioner’s format but not the name DARLING. 
The conclusion is inescapable that respondent knowingly intended to trade 
on petitioner’s name DARLING and to take advantage of the reputation and 
good will which petitioner had built up over the years and caused to be 
associated therewith. 
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DARLING is not descriptive of merchandise sold. 

Respondents alleged right to use its corporate title is not adequate 
defense since act of Secretary of State in permitting incorporation is 
not a judicial act. 

Motion for injunction granted. 


IN RE INTERNATIONAL METAL PRODUCTS SALES CORPORATION 
(Tm. Bd. 1/28/59) 120 USPQ 232 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

Registration denied for term MicroGLas for evaporative coolers having 
pads utilizing glass filters because of prior registration of microcLas for 
sintered glass filters used with driers and dehumidifying apparatus used 
in refrigerating systems. 


IN RE BUCKLEY MANUFACTURING COMPANY 
(Tm. Bd. 1/28/59) 120 USPQ 233 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Registration of word, POINTMAKER denied when it was found to be 
part of the unitary expressions ELECTRONIC POINTMAKER and there was 
no common name other than “Electronic Pointmaker” by which applicant’s 
electronically operated amusement game machine could be ordered. 


THE ENGLANDER COMPANY, INC. v. CONTOUR CHAIR-LOUNGE CO., INC. 
(Tm. Bd. 1/29/59) 120 USPQ 233 


5.3—CANCELLATION PROCEDURE—DAMAGES 

Petition for cancellation dismissed on motion of registrant. Petitioner 
sought cancellation of registration of contour for chairs. Petitioner had 
filed an application to register CONTURFOAM for mattresses and box spring 
which application was opposed by registrant in a proceeding pending in 
the Patent Office. The Board held that although registrant may seek to 
utilize the registration in question as evidence in another proceeding be- 
tween the parties that was no basis for a claim of damage to petitioner. 
Petitioner had not alleged that it possessed any superior right in the 
mark CONTURFOAM and while it challenged registrant’s right to register 
CONTOUR as merely descriptive of chairs, petitioner did not allege that it 
used or was in a position to use the term conTour for the purpose of 
describing any products of its own. 
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IN RE WERK, doing business as DEUTSCHER RUNDFUNK CHICAGO 
(Tm. Bd. 1/29/59) 120 USPQ 235 


2.1—REGISTRABILITY—IN GENERAL 

Application to register the German words DEUTSCHER RUNDFUNK 
CHICAGO—translated GERMAN RADIO BROADCAST CHICAGO—refused on grounds 
specimens submitted with application showed term used only as a trade- 
name. 


2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

The Board held that two affidavits of the directors of a Chicago German 
Language radio program, an affidavit of the director of another Chicago 
German language radio program, and copies of letters of twenty-two people 
in Chicago were insufficient to show secondary meaning in interstate com- 
merce of the term GERMAN RADIO BROADCAST CHICAGO (DEUTSCHER RUNDFUNK 
CHICAGO). 


KOPPERS COMPANY, INC. v. ALLGEMEINE HOLZIMPRAGNIERUNG, 
DR. WOLMAN G.m.b.H. 


(Tm. Bd. 1/29/59) 120 USPQ 236 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Oppositions sustained. The Board found that TANALITH was, for a 
number of years, in general use in the United States as the common de- 
scriptive name for a wood preservative and held THANALITH, sought to 
be registered by a German applicant, for pitch and tar and wood pre- 
servatives would be inconsistent with the rights of opposer and other 
dealers to the continued use of TANALITH as the common descriptive name 
of the product. 


SYSTEM AUTO PARKS, INC. v. MEYERS BROS. 
(Tm. Bd. 1/29/59) 120 USPQ 237 


2.11—REGISTRABILIT Y—DESCRIPTIVE TERMS 

Opposition dismissed. Opposer assented prior use of the word mark 
system for parking and storing motor vehicles and was owner of regis- 
tration of composite service mark consisting of the term SYSTEM AUTO 
PARKS. The Board held that opposer, by merely emphasizing the term 
SYSTEM, could not preclude others, rendering similar service from making 
fair use of the word when used in its primary sense. Applicant’s com- 
posite mark, consisting of the words MEYERS BROS. PARKING SYSTEM was a 
use of SYSTEM in its primary sense. 
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2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 
The Board held MEYERS BROS. PARKING SYSTEM was not likely to be 
confused with SYSTEM or SYSTEM AUTO PARKS, used for parking and storing 


motor vehicles. 


MEYERS BROS. v. SYSTEM AUTO PARKS, INC. 
(Tm. Bd. 1/29/59) 120 USPQ 238 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Opposition sustained. The Board found that a number of persons 
engaged in parking services used the term SYSTEM in its primary sense to 
denote a particular plan for parking and held registration of sySTEM to 
applicant was likely to damage opposer by interfering with its freedom 
to continue the use of “system’’, descriptively, in its composite mark. 

See also 50 TMR 278. 


NATIONAL CORDIAL COMPANY v. SCHIEFFELIN & CO. 
(Tm. Bd. 1/29/59) 120 USPQ 239 


3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
5.3—CANCELLATION PROCEDURE—DAMAGES 

Petition for cancellation denied. The Board found that petitioner 
assented no right in the term HENNESSy for Brandy but complained that 
in prior opposition, its predecessor was not entitled to register HENRI-C 
for brandy because of prior use of HENNESSY and for this reason was 
denied registration of HENRI-c in a pending application. The Board held 
that the prior determination was conclusive upon the parties and any 
person in privity with the parties. The question of whether exclusive 
distributor of HENNESSEY in the United States or foreign producer of 
the goods was the owner of the mark was a moot question. Petitioner 
did not show that the registration for HENNESSEY was inconsistent with 
an equal or superior right to the use of the same or similar term. 


IN RE PINKING SHEARS CORPORATION 
(Tm. Bd. 1/29/59) 120 USPQ 240 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held SKALLOPING with a wavy line 
over the “K” for shears and scissors for cutting undulated edges was the 
common descriptive name for scalloping shears, the goods of applicant. 
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IN RE MEDIC ALERT COMPANY 
(Tm. Bd. 3/3/59) 120 USPQ 464 


2.1—REGISTRABILITY—IN GENERAL 

Registration for an identification tag bearing the words MEDIC ALERT 
and designs which are intended to be worn by persons suffering from a 
medical disability was denied. The Board held the words MEDIC ALERT 
and design functioned only to alert the viewer that wearer had some 


disability and did not indicate origin of the tags. 


RICHFIELD OIL CORPORATION v. CELESTIAL MERCANTILE CORPORATION 
(Tm. Bd. 3/3/59) 120 USPQ 465 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Opposition dismissed. The Board held application to register com- 
posite mark with representation of an eagle for oils and greases was not 


likely to be confused with opposer’s registered marks, RICHFIELD and 


RICHLUBE, in association with pictorial representation of eagles and other 


designs. 


See also 50 TMR 298. 


IN RE COLUMBIA RIBBON & CARBON MANUFACTURING 
COMPANY, INCORPORATED 


(Tm. Bd. 3/3/59) 120 USPQ 465 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held the words CLEAN HANDs for a 
hand cleaner was merely descriptive and nothing in the record suggested 
that the term had acquired a secondary meaning. 


IN RE ARTESIAN WATER CONDITIONING, INC. 
(Tm. Bd. 3/3/59) 120 USPQ 466 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 

Registration denied. The Board held ARTESIAN WATER SOFTENER dis- 
played on a colored background for water softeners and conditioners was 
incapable of distinguishing applicant’s goods from similar goods sold 
by others for the purpose of softening Artesian well water. 





Vol. 50 T. M.R. SUMMARIZED CASE REPORTS 








THE JULEP COMPANY v. GINGER MINT JULEP COMPANY 
(SUBURBAN CLUB CARBONATED BEVERAGE COMPANY, INC. 
assignee, substituted) 


(Tm. Bd. 3/3/59) 120 USPQ 466 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
The Board held that JULEP was not the common descriptive name for 
a soft drink. 
.2—REGISTRABILITY—ABANDONMENT 
1I—CANCELLATION PROCEDURE—IN GENERAL 
Cancellation granted. The Board found that registrant had not used 


9 
5. 


JULEP as part of its compound mark, GINGER-MINT JULEP since 1949 or 1950. 
The statement that registrant at some time or other “would go back to 
using the full name, GINGER MINT JULEP” was insufficient to overcome prima 
facie abandonment. 


5.3—CANCELLATION PROCEDURE—DAMAGES 

The Board held that petitioner’s rights in the mark JuLEp for soft 
drinks and flavoring concentrates were superior to registrant’s rights 
and maintenance of registration of GINGER-MINT JULEP for soft drinks on 
register would damage petitioner. 


IN RE DOANE AGRICULTURAL SERVICE, INC. 
(Tm. Bd. 3/3/59) 120 USPQ 468 


2.283—REGISTRABILITY—SLOGANS 

The Board refused to register slogan, AMERICA’S AGRICULTURAL AU- 
THORITY on the Supplemental Register, holding that it was used adjunc- 
tively in a highly puffing manner with DOANE AGRICULTURAL DIGEST, the 
name which identified applicant’s publication. 


IN RE THE PEPSI-COLA COMPANY 
(Tm. Bd. 3/4/59) 120 USPQ 468 


2.21—_REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Registration granted for a Supplemental Registration of a spirally- 
fluted bottle for carbonated beverages, the Board holding that the basis 
of the Supplemental Register was to provide U. S. registration of a dis- 
tinctive package—even though the design is patented in the country—in 
order that registrant might use registration for protection in foreign 
countries. (House Hearings, H.R. 4744, 76th Cong. 1st Session, pp. 126- 
127.) 
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3.—PATENTS 

The Board held there was nothing inconsistent about simultaneous 
existence of a design patent on a bottle and a Supplemental Registration 
of the bottle for its contents. 


ZIMMERMAN v. HOLIDAY INNS OF AMERICA, INC. 
(Tm. Bd. 9/24/59) 123 USPQ 86 
5.3—CANCELLATION PROCEDURE—DAMAGES 


Marks Services 
HOLIDAY INN (Respondent) Providing lodging. 


HOLIDAY MOTEL (Petitioner) Providing lodging. 


Petitioner alleged that respondent had not used mark in interstate 
commerce, that petitioner’s rights in Pennsylvania were superior to those 
of respondent’s in Pennsylvania and that respondent’s licensing operations 
were interfering with, or likely to interfere with petitioner’s operations. 

Respondent’s motion to dismiss granted on the basis that petitioner 
had not questioned respondent’s priority of use in intrastate commerce 
and is therefore without standing to question its right to registration. 


THE SEVEN-UP COMPANY v. THE GET UP CORPORATION 
(Tm. Bd. 9/25/59) 123 USPQ 87 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Marks Products 
7-UP ( Petitioner-Opposer ) Lemon-lime beverage. 


GET UP (Respondent-Applicants) Lemon-lime beverage. 


Respondent’s president testified that there had been no confusion in 
the markets between GET UP and SEVEN-up. Thereafter opposer took the 
testimony of some consumers and some employees of some of opposer’s 
authorized bottlers who testified generally that at an unidentified time 
at an unidentified place, an unidentified person sold or offered for sale 
applicant’s product on calls for opposer’s; or that an unidentified person 
under unclearly described circumstances stated that they thought eet up 
and 7 up emanated from a single producer. Aside from the lack of pro- 
bative value of such testimony, it is not proper rebuttal. Evidence of 
confusion or deception would have been a substantive part of opposer’s 
ease, and the fact that it was offered to contradict the testimony of appli- 
cant’s president does not, under the circumstances, make it proper rebuttal. 
The testimony taken by opposer during the rebuttal period is stricken. 
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Original registration of respondent issued in 1935. Record showed 
that respondent was small local distributor 1934-1940, expanded to another 
state in 1940, had expanded operations after World War II and since 1954 
had expanded franchised operations. 

Petition to cancel and opposition dismissed on the basis that petitioner 
is estopped by laches (on authority of Graphol case). 


THE SEVEN-UP COMPANY v. FEIGENSON BROTHERS COMPANY 
(Tm. Bd. 9/25/59) 123 USPQ 89 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
7-UP (Opposer ) Lemon-lime beverage. 
SEVEN-UP 


UP-TOWN ( Applicant) Lemon-lime beverage. 


Opposer called as witnesses twenty-six persons from more than three 
thousand persons who had replied in the affirmative upon being asked 
“Did it ever occur to you that UP-TOWN and 7-up could be put out by 
the same company?” The witnesses testified that they reached their con- 
clusions because of the presence of the word up in the marks. Since the 
question actually associated the two marks, the testimony is not helpful 
because it does not reflect what would be likely to be the state of mind 
of the same persons if they encountered the products in the market-place 
and were not confronted by a questioner who associated the products 
for them. 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

Record shows opposer’s mark is very well-known and advertised and 
possesses strong consumer demand. 

Respondent changed name of beverage in 1950 from FAyYGo to UP-TOWN, 
in 1955 changed name of corporation to include UP-TOWN, and since 1955 
has been franchising bottlers. 

Applicant made an effort to show that the word up when used as a 
component of a trademark for a soft drink has some kind of descriptive 
significance. The record indicates that it may have such significance to 
soft drink bottlers, but there is no showing which indicates that it has 
such a meaning to consumers. Moreover, applicant is not using the word 
UP in any such sense. Applicant uses the word as a part of the ordinary 
English word “uptown”, which has a kind of “snobbish” connotation. 
Applicant’s mark by reason of the fact that it is an ordinary English 
word, is not likely to be considered, by either consumers or dealers, in 
separate components, or to be associated, by either consumers or dealers, 
with opposer’s product or its producer. 
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The record here leads to a conclusion that applicant’s mark does not 
so resemble opposer’s mark as to be likely to cause confusion, mistake or 
deception. 


THE SEVEN-UP COMPANY v. QUAKER STATE COCA-COLA 
BOTTLING COMPANY 


(Tm. Bd. 9/25/59) 123 USPQ 91 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
7-UP ( Opposer ) Lemon-lime beverage. 


BOTTOMS UP (Applicant) Soft drinks. 


Opposer introduced the results of interviews with some 3,000 con- 
sumers, 99.7% of whom stated that they were familiar with opposer’s 
7 uP beverage; 98.8% of whom stated that they never called 7 Up an uP 
drink; and 98.4% of whom testified that they never referred to “soft 
drinks of this kind” as up drinks. The most that can be said for these 
results is that opposer’s product sold under its mark is well-known; and 
consumers generally do not recognize any descriptive significance in the 
word up when used on a soft drink. 


2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 

Opposer’s record shows that its mark is very well-known and adver- 
tised, has strong consumer demand, and -up has no descriptive significance 
as applied to soft drinks. 

Applicant’s record shows that it commenced using BOTTOMS UP as a 
trademark for a line of twelve different flavors of soft drinks. 

Sales of the variously flavored beverages under the mark BOTTOMS UP 
during the first year and a half of operation amounted to the equivalent 
of 512,000 cases, the lemon-lime beverage accounting for 25,843 of such 
cases. 

BOTTOMS UP falls in the category of a salute; consumers and dealers 
are not likely to separate the unitary phrase into its components. Under 
these circumstances, there is no likelihood of confusion; opposition is 
dismissed. 
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BOURNS LABORATORIES, INCORPORATED, et al. v. ACE 
ELECTRONICS ASSOCIATES, INC. 


(Tm. Bd. 9/28/59) 123 USPQ 92 
2.92—-REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
ACETRIM (Applicant) Potentiometer trimmers. 


TRIMPOT (Opposer ) Potentiometers. 
TRIMR, TRIMISTOR 

TINETRIM, MICROTRIM 

TRIMM, TREISTRIM 


Applicant affirmatively alleges that the word TRIMMER and the term 
POTENTIOMETER TRIMMER are common descriptive names for potentiometers 
used in “trimming” or balancing electrical circuits; that opposers’ regis- 
tered mark TRIMR is but a phonetic spelling of the word TRIMMER, that 
opposers’ registered mark TRIMM is an abbreviation of the word TRIMMER 
and that opposers’ registered mark TRIMPoT is an abbreviation of the term 
TRIMMER POTENTIOMETER. 


Opposer established use of wide variety of TrRmm marks prior to appli- 
eant’s use; also asserted use of ACETRIM subsequent to filing opposition. 


Applicant established substantial use and sales, since 1955, of its mark 
and of competitive publicized marks having as part thereof the term TRIM. 
The pleadings admit that “potentiometer trimmer” is a descriptive term. 

The record fails to show that opposers have advertised a family of 
marks, and there is nothing in the record which suggests that purchasers 
of potentiometers use TRIM or would recognize that term as meaning 
opposers in view of its general use descriptively. 

Considering the class of purchasers for the goods of the parties and 
the meaning which the term TRIM would obviously have to these purchasers, 
together with the differences between the marks, it is concluded that there 
is no likelihood of confusion as between applicant’s mark ACETRIM and any 
mark used, registered or adopted by opposers. 
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CONTINENTAL BOILER AND SHEET IRON WORKS v. 
CONTINENTAL COPPER & STEEL INDUSTRIES, INC. 


(Tm. Bd. 10/9/59) 123 USPQ 228 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Marks Products 
CCS-CONTINENTAL (Applicant) 1. Metal vats, tanks, kiers and 
tubs for use in the produc- 
tion of textiles, drugs, petro- 
leum, chemicals, foods and 
beverages. 
Autoclaves, steam condens- 
ers, heat exchangers, retorts, 
steam boilers, smoke stacks, 
and driers and evaporators 
employing heat. 
CONTINENTAL (and design) Metal smoke stacks, air and gas ducts. 
(Opposer Against 1 above) 
(Interfering Applicant Against 2 above) 


Since the rights of the parties and all issues can be determined in an 


opposition to the first application, the suspension of action on applicant’s 
second application pending termination of the opposition would be prefer- 
able to institution of interference against the latter, the interference being 
consolidated with the opposition. 


2. 26—REGISTRABILITY—SECONDARY MEANING MARKS 
Though CONTINENTAL has been used by others for diverse products, 
these are different in character from the products marketed by opposer 
and applicant and do not show the marks to be lacking in distinctiveness 
for the opposer’s goods. 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Since CONTINENTAL is the only word feature of applicant’s mark, 
confusion is reasonably likely and opposition is sustained. 


ANDERSON, CLAYTON & CO., doing business as ANDERSON, CLAYTON & CO. 
FOODS DIVISION v. QUEENS SHORTENING & REFINING CORP. 


(Tm. Bd. 10/9/59) 123 USPQ 230 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 


QUEENS (with crown (Applicant) Vegetable Shortening. 
design ) 


SOUTHERN QUEEN (Opposer) Shortening made from cotton 
seed oil. 
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Opposition sustained. The marks create substantially the same com- 
mercial impression. 


DURON PAINT MANUFACTURING COMPANY, INC. v. 
PITTSBURGH PLATE GLASS COMPANY 


(Tm. Bd. 10/9/59) 123 USPQ 231 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
DURACRON (Applicant) Thermosetting acrylic coatings. 


DURON (Opposer ) Trade name used for coatings 
including acrylic, vinyl, rub- 
ber and other plastic base 
coatings. 


Ready-mixed paint, varnishes, 
wood stains, rubber base paint 
and paint enamels. 


Opposition dismissed. Opposer’s registration is sole evidence, prima 
facie establishing exclusive right to the mark in connection with the par- 
ticular goods specified therein. While the goods of applicant and opposer 
are coating compositions, they are specifically quite different and a ma- 
terial commercial relationship is not shown. 


ORGANON INC. v. McLEOD doing business as 
BIO-FACTOR LABORATORIES 
(Tm. Bd. 10/9/59) 123 USPQ 231 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
BIO-FACTOR (Applicant) Prescription and non-prescrip- 
tion pharmaceuticals. 


(Opposer ) Medicinal preparation recom- 
mended for treatment of 
anemia. 


Opposition sustained. Marks are similar in sound and when hand- 
written, in appearance. 
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THE JULEP COMPANY v. ROSE doing business as SNOW JULEP CO. 
(Tm. Bd. 10/9/59) 123 USPQ 232 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 


SNOW JULEP (Applicant) Flavored sugar syrup for food 
purposes. 


(Opposer ) Trade name used for flavored 
sugar syrup for soft drinks 
and for other food purposes. 


Opposition sustained. The flavoring syrups of both parties are sold 


through grocery stores and purchasers are to some extent the same. The 
marks are so similar as to be likely to cause confusion. 


MINNESOTA MINING AND MANUFACTURING COMPANY v. 
DUNLOP TIRE AND RUBBER CORPORATION 


(Tm. Bd. 10/9/59) 123 USPQ 233 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


UNIPAC (Applicant) Storage battery assemblies. 


UNIPAK (Opposer ) Plastic bags for resinous mate- 
rial having principal usage in 
electrical insulating and con- 
necting. 


Opposition dismissed. The opposer markets scoTCHCAsT insulating 
materials in plastic bags identified as UNIPAK containers, sold through 
jobbers in electrical supplies. Applicants use uNipac for dry-charged 
storage batteries and pre-measured electrolyte in a plastic bottle. The 
goods identified by the respective marks have nothing in common in essen- 
tial characteristics or uses, and average purchasers are not the same. 


G. LEVOR & CO. INC. v. NASH, INC. 
(Tm. Bd. 10/9/59) 123 USPQ 234 
4.24— EFFECT OF REGISTRATION—PRINCIPAL REGISTER—CANCELLATION 
RESTRICTIONS 
Mark Products 


CABRETTA (Registrant ) Leather billfolds, key cases, 
change purses. 
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Cancellation petition granted. In a cancellation proceeding against 
a 1943 registration, re-published in 1952 under Section 12 (c) of the 
Lanham Act, and for which affidavits under Sections 8 and 15 were filed 
in 1957, evidence established that the mark is a common descriptive term 
for leather made from skins of hair sheep. Whether registration is can- 
eellable turns upon the question whether respondent knew these facts 
when the application was filed, rendering the same fraudulent under Section 
14 (ce) of the Lanham Act. The record can only lead to the conclusion 
that the respondent must have known that others were using and had 
a right to use the term. It is therefore concluded that respondent’s regis- 
tration was fraudulently obtained. 


SMITH v. ENDICOTT CHURCH FURNITURE, INC. 
(Tm. Bd. 10/9/59) 123 USPQ 235 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 


CUSHION-EZE (Applicant) Pews for churches and the like. 


CUSH-N-KNEES (Opposer ) Kneeling cushions for pews, 
communion steps and prie 
dieux. 


Opposition sustained. The products might readily be assumed to 
originate with a single producer; the marks are substantially the same 
in sound. Confusion is therefore inevitable. 


IN RE ESSLINGER’S INC. 
(Tm. Bd. 10/9/59) 123 USPQ 236 
2.28—-REGISTRABILITY—SLOGANS 


Mark Product 


THE FLAVOR OF THE (Applicant) Beer. 
DRAUGHT BEER IN A 
BOTTLE 


Refusal of registration overruled. Applicant has continually used the 
phrase on containers marked KEGLET and on many points of sales displays. 
It has also been featured in newspaper, TV and radio advertising. Sales 
in 1959 approximated $2,000,000. The phrase has sufficient originality 
when coupled with promotion and advertising to remove it from the cate- 
gory of “merely descriptive” phrases as applied to the goods. 
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THE CUDAHY PACKING COMPANY v. QUEENS SHORTENING 
& REFINING CORP. 


(Tm. Bd. 10/9/59) 123 USPQ 236 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Marks Products 
QUEENS (and design) (Applicant) Vegetable shortening. 


QUEEN’S TASTE (Opposer) Margarine. 


Opposition dismissed. Record shows applicant’s initial use to be about 
three months prior to opposer’s. Opposer cannot be damaged by the 
registration since it is a subsequent user of the mark. 


NOXZEMA CHEMICAL CO. v. THE MILIO BROTHERS CHEMICAL 
LABORATORIES COMPANY, INC. 


(Tm. Bd. 10/9/59) 123 USPQ 237 
2.92 -REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
MILZEMA (Applicant) All purpose skin cream. 


NOXZEMA (Opposer ) (registration) medicine for the 
skin, skin cream, taleum pow- 
der, toothpaste, laxative tab- 
lets, shampoo preparation. 


(trade name use) all purpose 
skin cream, sun tan _ lotion, 
shaving cream and related 
products. 


Cancellation granted. Considering similarity of the marks, confusion 
is likely. 


UNITED CO-OPERATIVES, INC. v. GREAT WEST LUBRICANTS, INC. 
(Tm. Bd. 10/14/59) 123 USPQ 238 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
3.6—REGISTRATION PROCEDURE—INTERFERENCE 


Marks Products 


TUBE-0-LUBE (Applicant Lubricating grease. 
Senior Party) 


TUBE LUBE UNICO (Registrant Lubricating grease. 
(and design) Junior Party) 
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Applicant’s motion for judgment granted, and registrant’s registration 
ordered canceled. Resemblance between the marks is such as to cause 
eonfusion. Registrant, relying solely on registration, failed to sustain 
burden of proving prior use. 


WINN-DIXIE HILL, INC. v. TWIN CITY MILK PRODUCERS ASSOCIATION 
(Tm. Bd. 10/15/59) 123 USPQ 238 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 

VELVA-COTTA (Applicant ) Cheese. 

VELVA (Opposer ) Butter, coffee, milk, buttermilk, 
cream, eggs, ice cream, evapor- 
ated milk, mayonnaise, pickle 
relish, bacon, bread, cream 
cheese. 


Opposition sustained. Goods are dairy products usually sold in the 
same stores. Applicant’s mark incorporates opposer’s which is arbitrary 
in character. Purchasers might well assume merchandise bearing the 
marks is from a single source. 


IN RE SOCIETE D’ETUDES ET D’EXPLOITATION CHIMIE 
ET MECANIQUE LEGUMEX 


(Tm. Bd. 10/15/59) 123 USPQ 239 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
MOULINEX (Applicant) Electrically operated non-heat- 
ing culinary appliances. 
Apparatus and kitchen utensils 
for grinding, pounding, sift- 
ing and mincing, and ma- 
chines for cleaning foodstuffs. 


MOULI (Prior Registration) Food graters, slicers, shredders, 
and mills. 


MOULI MULTI CRACKER (Prior Registration), Nut and lobster cracker. 


Refusal of registration sustained. While marks have same derivation 
from French “moulin”, average purchaser would not be likely to be aware 
of the derivation. In their entireties the marks are so similar as to cause 
confusion. 
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BRONSON PRODUCTS COMPANY v. COLGATE-PALMOLIVE COMPANY 
(Tm. Bd. 10/15/59) 123 USPQ 240 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
3.6—REGISTRATION PROCEDURE—INTERFERENCE 


Marks Products 
(Applicant Wave set, hand lotion, lipstick. 
Senior Party) 


SMART SET 


(Applicant Hair spray, creme shampoo. 
Junior Party) 


SMART SET 


Registration to junior party authorized and to senior party refused. 
Record of junior party established earlier date. Identical mark for toi- 
letries is likely to cause confusion. 


CAMEO, INC. v. COLGATE-PALMOLIVE COMPANY 
(Tm. Bd. 10/15/59) 123 USPQ 240 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
SMART SET (Applicant) Wave set, hand lotion, lipstick. 


SMARTEE (Opposer ) Nail polish, polish remover. 


Combined lipstick and perfume 
stick. 


SMARTIE 


Opposition dismissed. The marks do not look or sound alike and have 


different connotations. 


CAMEO, INC. v. BRONSON PRODUCTS COMPANY 
(Tm. Bd. 10/15/59) 123 USPQ 241 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
SMART SET (Applicant) Hair spray, creme shampoo. 


SMARTEE (Opposer ) Nail polish, polish remover. 


SMARTIE (Opposer ) Combined lipstick and perfume 
stick. 


Opposition dismissed. The marks do not look or sound alike and 
have different connotations. 
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ATMORE & SON, INC. v. UNITED BISCUIT COMPANY OF AMERICA 
(Tm. Bd. 10/15/59) 123 USPQ 241 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
LITTLE JACK HORNER (Applicant) Cookie sandwiches. 


JACK HORNER (Opposer ) Mincemeat. 


Opposition dismissed. While the marks are similar, purchasers would 
not be likely to assume that the respective goods of the parties are from 
the same source, in view of the differences between the goods. 


IN RE AMERICAN BOX BOARD COMPANY 
(Tm. Bd. 11/30/59) 123 USPQ 508 


2.32—REGISTRABILITY—SYMBOLS 

Registration granted for design utilizing the picture of an eagle and 
a shield. The examiner had refused registration on the grounds (1) that 
the design simulated The Great Seal of the United States and (2) apart 
from applicant’s trademark did not create a unitary impression. The 
Board held that the features of applicant’s design were arbitrary and 
distinctive and did create a commercial impression separate and apart 
from applicant’s trade name. 


IN RE NATIONAL VAN LINES, INC. 
(Tm. Bd. 11/30/59) 123 USPQ 510 


2.32—REGISTRABILITY—SYMBOLS 

Registration granted. The Board found that applicant’s shield design 
was distinguishable from The Great Seal of the United States and was 
not likely to suggest a false connection therewith. 


ARNOLD BAKERS, INC. v. FOOD CATERING, INC. 
(Tm. Bd. 11/30/59) 123 USPQ 511 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Marks Products 
THE BRICK OVEN with (Applicant) Restaurant service. 


design of chef and 
brick oven 


BRICK OVEN with (Opposer ) Bread, rolls and cookies. 
design of chef and 
brick oven 
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Opposition sustained. The Board held that applicant’s mark when 
used to identify restaurant services was likely to cause purchasers to 
associate services with opposer’s baked goods. 


C. P. LEEK & SONS, INC. v. PACESETTER BOATS, INC. 
(Tm. Bd. 11/30/59) 123 USPQ 512 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
PACEMAKER (Petitioner ) Boats. 


PACESETTER (Registrant ) Boats. 


Petition to cancel granted. The Board held PACESETTER and PACEMAKER 
for boats “create substantially identical impressions and stimulate the 


same associations.” 


5.5—CANCELLATION PROCEDURE—EVIDENCE 

Petitioner proved prior and continuous use of its marks by showing 
sales of some 655 boats for period 1949-58, substantial advertising in 
Boating periodicals and having exhibits at the New York boat shows since 


1952. 


IN RE LEE RUBBER & TIRE CORPORATION, doing business as 
REPUBLIC RUBBER DIVISION 


(Tm. Bd. 11/30/59) 123 USPQ 512 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Registration denied. The Board held that DAcRO-PRENE for fire hose 
of synthetic fiber jacket, neoprene lined type would create impression of 
some trade connection or permission from prior registrant of the coined 
and well-known trademark Dacron for synthetic polyester fibers. 


IN RE SLUMBER PRODUCTS CORPORATION 
(Tm. Bd. 11/30/59) 123 USPQ 513 


3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Prior default judgment sustaining opposition against applicant’s 
prior application to register ORTHOFIRM for mattresses was res judicata. 
Even though applicant chose not to contest prior opposition the judgment 
therein was binding and applicant could not benefit by decision of Court 
of Customs and Patent Appeals in another case involving a different 
applicant holding that ORTHOTONIC and ORTHOFLEX were not likely to cause 
confusion when used on mattresses. 
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AMITY LEATHER PRODUCTS CO. v. ARISTOCRAT LEATHER PRODUCTS, INC. 
(Tm. Bd. 11/30/59) 123 USPQ 514 
2.92—REGISTRABILITY—CONFUSING SIMILARITY— DOMINANT FEATURES 


Marks Products 
TEEN-TOTE (Applicant) Ladies’ handbags, purses, 
wallets. 


TOTE-POKE (Opposer ) Billfold and coin purse. 


Opposition dismissed. The Board held that TEEN-TOTE and TOTE-POKE 
do not look alike; sound alike, create similar impressions or stimulate 
similar associations. The Board did think it “strange that the mark 
TEEN-TOTE would be used on ladies’ handbags” and instructed examiner 
to register mark only after he was satisfied that the goods were properly 


identified. 


SHAPIRO, doing business as CHEMICAL SPECIALTIES CO. 
v. TURNER HALL CORP. 


(Tm. Bd. 12/1/59) 123 USPQ 514 


5.5—CANCELLATION PROCEDURE—EVIDENCE 
Where registrant does not offer evidence of any kind, registrant can- 
not rely upon an earlier date than filing date of its application. 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 
Petition to cancel granted. The Board held that registration of 
DRESSET for hair setting preparation damaged prior owner of registration 
of TRESSET for a hair dressing. The products of the parties were so 
related that if sold under similar sounding marks purchaser would attribute 


that they emanated from common source. 


IN RE GEORGE S. BAILEY HAT COMPANY 
(Tm. Bd. 12/2/59) 123 USPQ 515 


2.5—REGISTRABILIT Y—CLASSIFICATION 

Registration granted. The Board held that application to register 
CUSHION RIDE for “a foam liner which is attached under leather sweatbands” 
sufficiently identified goods in the application and it was immaterial 
whether the sweatbands were sold separately or as a component of a 
finished hat or cap. 
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RANK CINTEL LIMITED v. KAY LAB 
(Tm. Bd. 12/3/59) 123 USPQ 516 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
KINTEL (Registrant ) Electronic instruments, partic- 
ularly amplifiers, power sup- 
plies and industrial television. 


CINTEL (Petitioner) Photoelectric cells, cathode elec- 
tric tubes and radio and tele- 
vision receiving and trans- 
mitting apparatus; and for 
scientific instruments and el- 
ectronic appliances for use in 
industry. 


Petition for cancellation dismissed. The record showed that the 
products were different and did not move in same trade channels or pur- 
chased by same class of purchasers. The Board held although the marks 
were much alike the fact that registrant’s products were sold by and to 
technically trained people confusion was not likely. 


HEUBLEIN, INC. v. DESTILERIA SERRALLES, INC. 
(Tm. Bd. 1/12/60) 124 USPQ 111 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
SERRANOV (Applicant) Vodka. 


SMIRNOFF ( Opposer) Vodka and kummel. 


Opposition sustained. Liquor is ordered by the spoken word and 
SERRANOV and SMIRNOFF are substantially similar in sound. 
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HANDMACHER-VOGEL, INC. v. SHULMAN FABRICS, INC. 
(Tm. Bd. 1/12/60) 124 USPQ 112 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
WEATHERFOIL (Applicant ) Fabrics in the piece made of 
plastic and cotton, for use in 
making of drapery lining. 


WEATHERVANE (Opposer ) Piece goods made wholly or 
partially of cellulose deriva- 
tives and sundry articles of 
women’s wearing apparel. 


Opposition dismissed. In view of the differences in the character and 
probable uses of the goods, and in the differences between the marks, it 
is concluded that there is no reasonable likelihood of purchaser confusion. 


GARFIELD WILLIAMSON, INC. v. HALL 
(Tm. Bd. 1/12/60) 124 USPQ 112 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
TURF KING (Applicant) Garden tools. 


TURF-KING (Opposer ) Lawn fertilizer and grass seed. 
Opposition sustained. The marks of parties are substantially identical 


and the goods are customarily sold through the same retail outlets to the 
same average purchasers for kindred uses. 


NOPCO CHEMICAL COMPANY v. KAY-FRIES CHEMICALS, INC. 
(Tm. Bd. 1/15/60) 124 USPQ 113 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Opposer’s petition for reconsideration of Board’s decision dismissing 
the opposition (50 TMR 209) denied where Board’s finding that the aver- 
age purchasers of the respective products of the parties are not the same 


did not involve error. 
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PACIFIC UNION ASSOCIATION OF SEVENTH DAY ADVENTISTS, 
doing business as LOMA LINDA FOOD COMPANY v. 
FOOD PRODUCTS CORPORATION 


(Com'r 1/26/59) 120 USPQ 226 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Opposition dismissed. The Commissioner found that the trade chan- 
nels, purchasers and marketing of the products involved were different 
and held VEGETEX for an emulsifier sold in bulk to bakeries was not likely 
to be confused with VEGELONA, VEGECARNE, VEGEMEAT BURGER, VEGMEAT 
STEAKS and VEGEBITs for vegetarian food sold to the general public. 


MINNESOTA MINING & MANUFACTURING COMPANY v. 
SPRAGUE ELECTRIC COMPANY 


(Com'r 1/26/59) 120 USPQ 227 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

The Commissioner affirmed Examiner’s decision dismissing opposi- 
tion. The Commissioner found that ordinarily when goods move in same 
trade channels to same purchasers under the same mark by different 


parties, likelihood of confusion will result. However, where opposer iden- 
tified a plastic bag by the mark UNIPAK in which it packages an electrical 
insulating resin and hardener sold under the mark scoTcHcasT, the Com- 
missioner held purchasers did not buy UNIPAK resin but bought scoTCHCAST 
resin packaged in a UNIPAK bag and applicant’s use of the mark UNIPAK 
for an assembly of various electrical capacitors within a metal housing 
was not likely to cause confusion. 


RICHFIELD OIL CORPORATION v. AMERICAN OVERSEAS 
PETROLEUM CORPORATION 


(Com'r 1/26/59) 120 USPQ 228 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 

Opposition dismissed. The Commissioner found that it was not unusual 
for sellers of petroleum products to adopt illustrations of eagles as com- 
ponents of trademarks, and held that the mark ROUND-woRLp with illus- 
tration of an eagle for lubricating oil was not likely to be confused with 
mark RICHFIELD with various designs of eagles for various petroleum prod- 
ucts. The opposer’s products are likely to be known as RICHFIELD or 
RICHLUBE and applicant’s as ROUND-WORLD, the eagle in each mark merely 
conveying suggestion of power. 
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A BC SALES CO. (formerly THOMSON & TAYLOR SPICE CO.) v. 
PACIFIC UNION ASSOCIATION OF SEVENTH DAY ADVENTISTS 
(assignee of LOMA LINDA FOOD COMPANY) 


(Com'r 1/27/59) 120 USPQ 229 


4,32—EFFECT OF REGISTRATION—PRIOR ACTS—ACT OF 1920 

The Commissioner held in a cancellation procedure the question to be 
decided regarding registrations issued under the Act of 1920 was whether 
or not registrant was entitled to the exclusive use of the mark at or since 
the date of the application for registration thereof. 


5.1—CANCELLATION PROCEDURE—IN GENERAL 

Petition for cancellation sustained. The Commissioner held registrant 
at or since the date of its application filed under the Act of 1920 did not 
have exclusive use of mark “BREAKFAST cuP For All the Family” for a 
coffee substitute because of petitioner’s prior use of BREAKFAST CUP as 
dominant part of its mark for coffee. 


BENDIX AVIATION CORPORATION v. 
WESTINGHOUSE ELECTRIC CORPORATION 


(Com'r 1/29/59) 120 USPQ 230 


2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 

Opposition sustained. The Commissioner held MAGAMP, in both the 
singular and plural form, whether written with or without capitals, was 
commonly used as the abbreviation or contraction for magnetic amplifiers 
and merely a recognized substantive name of the goods. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

The burden on opposer is to show facts from which it will be inferred 
that damage will result from registration of applicant’s mark. Thus the 
Commissioner held that opposer did not have to prove that MAGAMP was 
recognized as the descriptive abbreviation for “magnetic amplifiers” in 
1951, the year of applicant’s claimed first use. Opposer did show that for 


many years prior to applicant’s use of MAGAMP as a trademark, its per- 
sonnel commonly used “mag amp” as an abbreviation for the term 
“magnetic amplifiers.” 
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THE SEVEN-UP COMPANY v. QUALTOP BEVERAGES, INC. 
(Com'r 9/25/59) 123 USPQ 72 
2.92—-REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
QUE-UP (Applicant) Lithiated lemon drink. 


SEVEN UP (Opposer ) Soft drink, lemon-lime. 
7 UP 


Applicant argued that opposer was estopped by acquiescence in regis- 
tration of many soft drink trademarks containing “up”. 

From 1928 to 1930, opposer’s predecessor marketed a dark spicy soft 
drink under the trademark 7 up. In 1930 it changed to a lime-lemon 
product. Opposer sells the extract (syrup) to bottlers who add carbonated 
water and sell the soft drinks so produced to retail outlets. Opposer 
supervises and controls the bottlers’ product (including label and bottle 
tops). 

Opposer proved extensive sales (1954-100,000,000 cases) in U.S. and 
29 foreign countries and extensive advertising ($50,000,000). Applicant 
took no testimony but submitted a number of third party registrations. 

Between 1935 and 1956 opposer successfully opposed registration of 
eighteen soft drink trademarks which included “Up” as a suffix; it unsuc- 
cessfully opposed registration of three of such trademarks; it did not oppose 
registration of twenty of such trademarks, eight of which registrations have 
expired, leaving twelve of them in force; it is presently seeking to cancel 
three of the registrations just mentioned ; and it was unsuccessful in a civil 
action against one registrant of such a trademark for soft drinks, and 
dismissed on stipulation a civil action against another. 

The record shows that opposer knows of current use of two of the 
registered marks, namely CHEER UP and BUBBLE UP; and as to some of the 
marks, opposer knows of no use at any time “aside from the registrations”. 

It is not necessary for opposer to establish that it has exclusive rights 
in the separate components of its mark SEVEN uP (7 UP). The question 
here is whether or not applicant’s mark QUE-UP (Q-UP) so resembles op- 
poser’s well-known mark as to be likely, when applied to a lemon flavored 
beverage, to cause confusion, mistake or deception of purchasers. 

The record establishes as a fact that opposer’s trademark 7 Up has 
attained a high degree of celebrity as identifying a lemon-lime beverage. 
Why, then, did applicant adopt a trademark with the same suffix “Up” 
for use on the same type of soft drink? Why does it use QUE-UP in white 
letters on a red rectangle? Why does it use also Q-uP in an upslanting 
display? The questions are unanswered by the record, but the language 
of the Court in Baker v. The Master Printers Union of New Jersey, 47 
USPQ 69 (D.C. N.J., 1940), seems appropriate here: 
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“Tt has been well said that the most successful form of copying is to 
employ enough points of similarity to confuse the public with enough 
points of differences to confuse the courts.” 


With tens of thousands of words from which to select a trademark, 
and with a wide range of colors from which to choose, applicant never- 
theless chose to utilize a number of “points of similarity” to opposer’s 
well-known mark and to use them in connection with an inexpensive, im- 
pulsively purchased product of the same type as applicant’s—often served 
to consumers after having been poured from the bottle. By so doing, it 
has provided opportunity for mistake on the part of purchasers; and it 
has provided opportunity for unscrupulous retailers who pour the product 
from the bottle to sell applicant’s goods on calls for opposer’s without 
detection with resultant deception of purchasers, and if detected, to provide 
an excuse for such action by reliance on the “points of similarity”. 


Opposition sustained. 


THE SEVEN-UP COMPANY v. THE MOR-UP COMPANY, INC. 
(Com'r 9/25/59) 123 USPQ 76 
5.3—CANCELLATION PROCEDURE—DAMAGES 


Marks Products 
7 UP (Petitioner ) Lemon-lime beverage. 


MOR-UP (Respondent ) Lemon-lime beverage. 


Examiner had dismissed petition for cancellation. 

Petitioner alleged that respondent, by adopting uP as the suffix of its 
mark for a product made in imitation of opposer’s, has taken part in a 
raid upon opposer’s good will, in concert with other of opposer’s com- 
petitors, and such conduct tends to make the word up, in the minds of 
some purchasers, descriptive of a beverage having the flavor of opposer’s, 
thereby damaging opposer’s good will. 

Respondent replied that the word up had been used continuously 
and extensively by many different companies to describe a lemon-lime 
beverage and was so understood by the trade and the public; and peti- 
tioner’s right was barred by acquiescence and laches. 

Respondent’s first use was in 1953. Product was distributed by a 
bottling company in which respondent’s president was an officer and 
which, he testified, had, twenty years earlier, been a “franchised bottler” 
of a product under the mark CHEER UP; sometime later it was a “fran- 
chised bottler” of a product under the mark sTEP-uP; and at sometime 
later it was a “franchised bottler” of a product under the mark SPARK-UP. 

Respondent’s president identified bottles of CHEER-UP, BUBBLE-UP, 
HEADS-UP, TEE-UP, THUMBS-UP, WISE-UP and stated that he had seen bottles 
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of GET-UP, KORKER, THE OK UP DRINK, and coTT-uP. The testimony was 
vague as to time and/or place of purchase with no collaboration by other 
witnesses or written documents. The witness identified advertisements of 
CHEER-UP, SPARKLE-UP and coTtT-up dating back as much as four years. 
5.5 —CANCELLATION PROCEDURE—EVIDENCE 

Witness identified some crowns of soft drinks which he said had been 
sent to him by some crown manufacturers, but they are incompetent to 
show use of the marks which appear thereon. 

Witness alleged that connotation of MoR-Up was “more of an Up-drink”’. 

The trade periodical advertisements of bottlers, concentrate and syrup 
manufacturers, and suppliers of extracts lead to a conclusion that so far 
as those groups of persons are concerned, the word Up, when used in con- 
nection with a soft drink, ordinarily means that the product in connection 
with which it is used is a lemon-lime flavored beverage. The record as a 
whole indicates that this conclusion obtains as a result of (a) a startling 
lack of ingenuity in the selection of trademarks in the soft drink industry ; 
(b) a ealeulated effort in the industry to destroy the effectiveness of a 
successful merchandiser’s trademark; (¢) a preference in the industry 
for a free ride on the coattails of another rather than to rely upon one’s 
own talents; or (d) a combination of two or more of the foregoing. 

The record falls far short, however, of showing that the word up 
has any such meaning to the consuming public. The burden was on re- 
spondent to prove the averments of its pleadings, and this it has failed 
to do. 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Respondent’s mark MOR-UP so resembles petitioner’s well-known mark 


SEVEN UP as to be likely, when applied to the goods, to cause confusion 


and mistake of purchasers; and its resemblance is such as to suggest 
to unscrupulous retailers that they can sell respondent’s beverage on calls 
for petitioner’s without detection, thereby resulting in deception of 
purchasers. 

Petition granted. 
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THE SEVEN-UP COMPANY v. JUMP CORPORATION 


(Com'r 9/25/59) 123 USPQ 78 
3.44—REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 


Marks Products 
7-UP (Opposer ) Lemon-lime beverage. 


JUMP-UP (Applicant ) Lemon-lime beverage. 


Kxaminer dismissed opposition. 

Applicant cited a number of registrations of marks which include 
UP as a component and alleged that such registrations “dispel any in- 
ference opposer would make that opposer has an exclusive family of 
up marks, or that any ‘secondary meaning’ in UP resides in opposer.” 

Applicant’s testimony similar to that in The Seven-Up Co. v. The 
Mor-Up Co. Inc., 123 USPQ 76 (50 TMR 301). Additionally applicant’s 
labels were “makeshift labels of a nature not likely to be used on con- 
tainers for soft drinks”. Applicant’s president could not remember quan- 
tities shipped; he stated that sales in commercial lots had been impaired 
by litigation (alleged date of first use, 1954). 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
Assuming that applicant is, in fact, using JUMP-UP as a trademark 

for a lemon-lime beverage, such action provides an opportunity for con- 

sumer confusion and mistake, and the mark suggests to unscrupulous 

retailers that they can pass off applicant’s product (SEVEN-UP) on calls 

for opposer’s without much fear of detection thereby deceiving the public; 

but if detected, with an excuse thought sufficient to justify the action. 
Opposition sustained. 


THE SEVEN-UP COMPANY v. SILVERMAN 
(Com'r 9/25/59) 123 USPQ 81 
2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 
7-UP (Opposer ) Lemon-lime beverage. 


WAY-UP (Applicant ) Lemon-lime beverage. 


Pleadings and testimony similar to that in The Seven-Up Co. v. Jump 
Corp., 123 USPQ 78 (50 TMR 303). Applicant insisted that use of ALWAYs 
uP B 4 U on citrate of magnesia was evidence of use of WAY uP, whose 
use was not clear from applicant’s testimony. 


Opposition sustained. 





